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DR. WALTER J. DERENBERG 


Wuereas, Dr. Walter J. Derenberg has for many years ren- 
dered distinguished service to The United States Trademark 
Association, and 


WHEREAS, by virtue of his leadership and outstanding scholar- 
ship he has drawn eminent authors, lawyers and scholars to The 
Trademark Reporter as members of the Editorial Board or as 
contributors and has been greatly responsible for the development 
of The Trademark Reporter to a position of pre-eminence not only 
in the trademark field but also in the field of legal publications, and 


Wuereas, it is earnestly desired that Dr. Derenberg will be 
able to continue to support The United States Trademark Asso- 
ciation and The Trademark Reporter as he has in the past, 


Now, THEREFOR, on motion duly made, seconded and wunani- 
mously carried, it is upon the occasion of the expiration of 
Dr. Derenberg’s present term of office as Editor-in-Chief of The 
Trademark Reporter, 


Resouvep, that the Board of Directors record in their minutes 
the deep appreciation of The United States Trademark Associa- 
tion for the unselfish service and outstanding accomplishments of 
Dr. Derenberg in the interests of the Association and with respect 
to the development of The Trademark Reporter, and 


FURTHER, RESOLVED, that a copy of this Resolution be printed 
in a forthcoming issue of The Trademark Reporter as a lasting 
public record of the appreciation of The United States Trademark 
Association to Dr. Walter J. Derenberg. 
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BRANDNAMES ARE TRADEMARKSt+* 


By Hon. Daphne Leeds 
Assistant Commissioner of Patents 


A number of years ago Gertrude Stein wrote “A rose is a rose 
is a rose” and created something of a dither in the literary world. 
Today I will say to you, “A brandname is a trademark is a brand- 
name,” and not so much as a ripple will be created in the literary 
world. It is to be hoped, however, that a seed will be planted 
and that upon its germination and subsequent cultivation by this 
Association a better understanding will be brought about in the 
commercial world, the governmental world and the public con- 
sciousness. 

To most, if not all, of you present here, the statement that a 
brandname is a trademark must seem a statement of the obvious. 
The very fact it is obvious to you, however, has perhaps caused 
you to overlook the fact that it is not equally obvious to everyone. 

Let me give you some specific examples of what I am talking 
about. A few months ago I was engaged in conversation with a 
businessman, and during the course of the conversation J made 
inquiry about*his trademarks. His reply was, “Oh, I don’t have 
any trademarks. Only brandnames.” 

Last fall, the Director of International Trade Fairs for the 
U. S. Department of Commerce came to my office to discuss a 
fortheoming trade fair in Tokyo—which incidentally is in progress 
during this month—and he explained that he wanted to try out 
in this fair a new concept, namely, how to sell goods in the United 
States. It was pointed out to me that in such a program trade- 
marks would, of course, provide one of the focal points. The 
broad plan which was outlined indicated clearly that our. office 
had an opportunity to demonstrate not only the part played by 
trademarks in a competitive economic society, but also the desira- 
bility of avoiding infringement of established marks and selecting 
truly distinguishing marks for the U. S. markets. Our eagerness 
to participate was apparent to the Trade Fairs Director, and 
specific plans were made, among them the use of color slides of 
about a hundred U. S. trademarks known in Japan and about a 





1.—TRADEMARK ACT OF 1946. 

2.10.—REGISTRABILITY—CORPORATE AND TRADE NAMES. 

6.—COMMON LAW TRADEMARKS. 

Address delivered at the 82nd Annual Meeting of The United States Trademark 
Association held at Pocono Manor Inn, Pocono Manor, Pa., May 22-23, 1959. 





Vol. 49 T. M.R. BRANDNAMES ARE TRADEMARKS 





hundred well-known Japanese marks, these slides to be continu- 
ously projected on a floating screen at the top of a ramp. A few 
weeks later, an assistant to the Director of Trade Fairs came 
to my office to see some of the slides because, as he said, “We 
want to use brandnames as well as trademarks on the slides.” 

The Government Printing Office in Washington has what is 
known as the “Style Manual.” This is a printed book of some 
475 pages of instructions for typographers, proof readers and 
other employes to follow in all public printing. The book is revised 
about every five years, and last year was a year of revision. The 
section entitled, ““Patents, Trademarks, and Official Gazette” was 
referred to my office, among others, for such revision as was 
thought necessary. Within the section was a subsection called 
“Use of Trade Names in Patents” with narrative about capitaliza- 
tion and a list of so-called “tradenames” which might appear 
from time to time in patents. Our office carefully revised the 
caption and the narrative so that it referred properly to trade- 
marks. Imagine our consternation when the book was released 
and we found that our copy had been followed except in the 
instance of this particular subsection where the unrevised copy 
had been followed. An inquiry was addressed to the Public 
Printer, and we soon received a reply stating that “The term trade 
names was used because a word cannot be a trademark.” So, 
for the next five years—until the next revision—the Style Manual 
will be incorrect in this regard. 

You well know that the Courts almost as often as not refer 
to tradenames and trademarks synonymously, thereby creating 
some confusion in the legal parlance in this field. 

During the years that I served as this Association’s member- 
ship chairman, I often met with the rejoinder that “My company 
is more interested in brandnames than in trademarks, and we 
therefore contribute to Brand Names Foundation.” In only a 
relatively few instances was I successful in persuading the poten- 
tial members that brandnames are trademarks and both this 
Association and Brand Names Foundation are interested in the 
protection of trademarks—which include brandnames—and in the 
enhancement of their importance in our commercial society, al- 
though those interests evidence themselves in different frames of 
reference. 

These illustrations, I believe serve to point up that there is 
perhaps a widespread opinion shared by various facets of our 





598 THE TRADEMARK REPORTER Vol. 49 T. M.R. 





society which is to the effect that trademarks are different from 
brandnames, and brandnames are different from trademarks. 

Reduced to its common denominator, opinion generally seems 
to support a theory that a word or name is a tradename, and a 
symbol, picture, monogram or the like is a trademark. 

Some time ago | determined to find out, if possible, why these 
inisconceptions exist, because only if we know what brought them 
into being can we hope to correct them. 

[It must be remembered that “trademarks” and “tradenames” 
were not defined by statute until enactment of the 1946 Act. As 
long ago, however, as 1926, the Supreme Court in American Steel 
Foundries v. Robertson (269 US 372, 16 TMR 51) differentiated 
between trademarks and tradenames in the following manner: 


99 


“To some extent the two terms overlap, but there is a 
difference more or less definitely recognized which is that, 
generally speaking, the former (a trademark) is applicable 
to a vendible commodity to which it is affixed, the latter (a 
tradename) to a business . . .” (Inserts added) 


So, when the 1946 Act was written, it was provided that— 


“The term ‘trademark’ includes any word, name, symbol, 
or device or any combination thereof adopted and used by a 
manufacturer or merchant to identify his goods and distin- 
guish them from those manufactured or sold by others.” 
(Emphasis added) 


And it was further provided that— 


“The terms ‘tradename’ and ‘commercial name’ include 
individual names and surnames, firm names and tradenames 
used by manufacturers, industrialists, merchants, agricul- 
turists, and others to identify their businesses, vocations, or 
occupations; the names or titles lawfully adopted and used 
by persons, firms, associations, corporations, companies, 
unions, and any manufacturing, industrial, commercial, agri- 
cultural, or other organizations engaged in trade or commerce 
and capable of suing and being sued in a court of law.” 
(Emphasis added) 


Although it has never been quite clear to me just what the 
last portion of this definition means and why it was included in 
view of the inclusion of a definition of “person,” it nevertheless 
is not inconsistent with the first portion and creates no new or 
different meaning of “tradename.” 
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Thus, it is apparent from the statutory definitions that a 
trademark includes words and names used to identify products, 
and a tradename is a business name used to identify a business, 
vocation or occupation. 

“Brandnames,” you will notice, are not defined in the statute. 

The statute provides for registration of trademarks but it 
makes no provisions for registering tradenames. (See: Ex parte 
Lyndale Farm, 80 USPQ 45, 39 TMR 176, affd. 88 USPQ 377, 
41 TMR 245; Ex parte Duncan Electric Mfg. Co., 86 USPQ 171, 
40 TMR 731, affd. 95 USPQ 242, 42 TMR 919; Ex parte Auto- 
matic Scale Company, Inc., 95 USPQ 222; Ex parte Walker 
Process Equipment Inc., 102 USPQ 443, 45 TMR 320, affd. 110 
USPQ 41, 46 TMR 1225). It is this fact that makes it highly 
desirable that we do what we can to separate the two in com- 
mercial thinking, and to create the proper association between 
brandnames and trademarks. Incidentally, the term brandnames 
is only at the threshold of meaning in most countries other than 
our own. 

How, you may ask, did the confusion about trademarks, brand- 
names and tradenames come about? What is at the bottom of it 
all? Perhaps there is no precise answer, but there are many 
indications that it stems from two sources. 

From the early days of our nation’s history livestock which 
runs the range has been branded with a symbol to indicate owner- 
ship of such stock. With the growth of commerce in the new 


nation, it became necessary, in order to build and retain a custom 
for a given commodity, to use some kind of identification, and 
“brands” patterned after those of the cattle brands and those of 
the craftsmen of Europe were adopted and placed on the com- 
modities. These were actually known in the trade as “brands”; 
but when words, geographical names and surnames were used 
instead of or in conjunction with these “brands,” the markings 


b 


were not quite properly designated “brands.” These words or 
names became known as “brandnames” as distinguished from 
brands or symbols, pictures and monograms. So much for the 
origin of brands and brandnames in the commercial world. 
Shortly after the end of the War Between the States (some- 
times called the Civil War), the sailmakers of Boston urged the 
enactment of a Federal law which would provide for the pro- 
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tection of their brands and brandnames which they used on sails 
of their respective manufacture. In drafting the statute recourse 
was had to the English laws—both statutory and decisional—and 
the term “trademark” came into being in our legal language, 
and it meant just what the term implies—a mark in trade. 

Back in the early 1890’s a certain cough drop was put on the 
market in a box with the words “Smith Bros.” at the top of the 
box, and in the lower left-hand corner appeared a picture of one 
bewhiskered gentleman above the word “Trade” and in the lower 
right-hand corner appeared a picture of another bewhiskered 
gentleman above the word “Mark.” 

My researech—which is in nowise of a calibre which would be 
admissible and entitled to weight in a court—leads me to a con- 
clusion that the brothers “Trade and Mark Smith” must bear 
much of the blame for the confusion which exists between trade- 
marks, brandnames and tradenames. Time after time the “man 
on the street”, so to speak, has stated to me—without doubt in his 
own mind and without equivocation—that it has always been clear 
to him and to everybody else that the pictures constitute the 
trademark and “Smith Bros.” is a brandname or, if you wish, 
tradename. 

I believe it important to you as an Association, in your 
membership programs, in your legislative programs, and in your 
public relations programs, to equate brandnames with trademarks 
and relegate tradenames to their proper place in the scheme 
of things. How to do it? There is no simple or fool-proof formula, 
but there are some things which we have been doing from time to 
time in decisions which may be helpful in the long pull and which 
| take the liberty to pass on to you, and to suggest that your 
Association may wish to join the program. 

Use the word “tradename” only to mean corporate name, 
company name, firm name or business name, and, where prac- 
ticable, point up the synonymity of these terms with tradename. 

Since a word trademark is a brandname and a symbol trade- 
mark is a brand, make use of such phrases as “word marks” and 
“symbol marks”, and where practicable, couple them respectively 
with brandnames and brands. 

The importance of developing a consciousness of these syn- 
onymous terms cannot be overestimated. The psychology of the 
results is powerful when we consider that most Congressmen and 
many judges associate the word “trademarks” with patents and 
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the legal monopoly flowing therefrom, whereas the same Congress- 
men and judges associate the term “brandname” with competition 
and the private enterprise system. I do not know why—lI only 
know that many of them have told me flatly of this association 
and others have clearly indicated it in conversations. In such 
circumstances, it would seem that we owe it to the business com- 
munity to bring about a meaning in and an understanding and 
appreciation of “A brandname is a trademark is a brandname” 
much greater than I suspect has ever been found in “A rose is a 
rose is a rose.” 
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SAFEGUARDING THE INTEGRITY OF LICENSED MARKSt* 
By Walter J. Halliday** 


Licensing is not new but a well-established legal concept. With 
proper safeguards, licensing of trademarks has been recognized 
at common law for many years and more recently by statute. 
Under our law, the bare licensee acquires nothing and the naked 
license has always been bad.’ 

The safeguards required to sustain the validity of a license 
at common law are supervision and control by the licensor over 
the nature and quality of the goods or services in connection 
with which the mark is used by the licensee. The kind of super- 
vision which will avoid deception of the public and the type of 
control, which need not be specified in writing but must be 
actually exercised,’ over the nature and quality of the goods has 
been indicated in a number of cases. When these rulings are 
followed, there is no reason to condemn licensing as a device, the 
public is protected and there are no adverse effects upon the 
integrity of trademarks. 

Proper supervision and controls are exemplified by the coca- 
coLa bottling franchises which have been sustained in a number 
of cases.* There, the manufacturer of the syrup sold under the 
trademark cocaA-coLa, by contract, with proper supervision and 
control, licensed bottlers to use the trademark coca-coLa on the 
bottled drink. The mechanics of the supervision and control 
provided for in the contracts were actually carried out and strictly 








t+ 18.—LICENSES. 

* Address delivered at the 82nd Annual Meeting of The United States Trademark 
Association held at Pocono Manor Inn, Pocono Manor, Pa., May 22-23, 1959. 

** Member of the firm of Nims, Martin, Halliday, Whitman and Williamson; 
member of the New York Bar; member of the Editorial Board of U.S.T.A. 

1. Everett O. Fisk § Co. v. Fisk Teachers Agency, 3 F. 2d 7, 15 TMR 147 (C.C.A. 
8, 1924); Purity Cheese Co. v. Frank Ryser Co., 57 F. Supp. 102, 34 TMR 368 (D.C., 
E.D. Wis., 1944); Broeg v. Duchaine, 319 Mass. 711, 67 N.E. 2d 466, 69 USPQ 627, 
36 TMR 207 (Mass. Sup. Jud. Ct., 1946); American Junior Aircraft Co. v. L..M. Cox 
Mfg. Co., 107 USPQ 260, 46 TMR 62 (D.C., S.D. Cal., 1955); Morse-Starrett Products 
Co. v. Steccone, 86 F. Supp. 796, 40 TMR 41 (D.C., N.D. Cal., 1949). Cf. DuPont v. 
Celanese Corp., 167 F. 2d 484, 489, 38 TMR 666 (CCPA, 1948) and see Whitman, You 
Can License Your Trade-Mark, If——, 38 TMR 639 (1948). 

2. Huber Baking Company v. Stroehmann Brothers Company et al., 110 USPQ 
349, 352, 46 TMR 1214 (D.C., S.D.N.Y., 1956), reversed on other grounds, 252 F. 2d 
945, 116 USPQ 348, 48 TMR 711 (C.A. 2, 1958) ; cert. den. 358 U.S. 829 (1958). As to 
the licensor’s duty to exercise sufficient control in fact, see also Dawn Donut Co., Inc. 
v. Hart’s Food Stores, Inc., F.2d —, 121 USPQ 430, 49 TMR 631 (C.A. 2, 1959) 
decided since this paper was prepared. 

3. The Coca-Cola Bottling Co. v. The Coca-Cola Co., 269 F. 796, 11 TMR 134 
(D.C., Del., 1920) ; Coca-Cola Co. v. Bennett, 238 F. 513, 7 TMR 159 (C.C.A 8, 1916) ; 
Coca-Cola Co v. J. G. Butler & Sons, 229 F. 224, 6 TMR 206 (D.C., E.D. Ark., 1916). 
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adhered to by the parties. The decisions set out in detail some 
of the provisions. They included specifications as to standards 
of manufacture, proportions for mixing the ingredients and rules 
governing sanitary conditions in bottling plants. This is all 
implemented by an inspection system under which trained men 
visit and inspect the bottling plants. Such inspectors check the 
bottling machinery to insure that the proper amount of syrup 
goes into each bottle. The water used in the drink is tested. The 
carbonation is checked. Samples of the bottled drink are taken 
from stock and tested by the inspectors at the plant. Other 
samples, before and after carbonation, are forwarded to the 
headquarters for chemical analysis. The solution in the bottle 
washing equipment is tested. In addition, service men ride the 
routes with the bottler’s route salesmen and check the merchandis- 
ing methods of the bottlers and their dealers. They check the 
coolers in retail outlets and give instructions and advice with 
respect to the placing of signs and other advertising. 

These techniques for maintaining effective supervision and 
control are not new, but have their roots in systems which ante- 
date the Union. The names, insignia and regalia of fraternal 
orders are examples of some of the oldest collective marks used 
under license in this country. Similar methods have been used 
in policing them since colonial days. With many fraternal orders, 
the mechanics for supervision are built into their corporate 
structures and the factual exercise of control has been automatic. 
The headquarters organizations or governing bodies of the various 
orders in Europe issued charters or dispensations to groups in 
the colonies which, in turn, granted charters to subordinate bodies. 
The subordinate chapters, councils or lodges derived their au- 
thority from the grand bodies and conducted their work under 
their supervision. The nature and quality of the work and the 
standardization of the ritual was controlled by visiting officials 
who examined the books and records and inspected the work and 
conducted systems of instruction. This situation is mentioned by 
the Court in one of the Elks cases.* In rejecting the defense of 
abandonment, Judge Parker said: 


“Tt is argued that complainant has abandoned the right 
to be protected in the use of its name by allowing the use of 





4. Grand Lodge I.B.P.0. Elks v. Grand Lodge I.B.P.0. Elks, 50 F. 2d 860, 864 
(C.C.A. 4, 1921). 
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same by various organizations of colored Elks in different 
parts of the country. We do not think, however, that this 
position can be sustained upon the record. It is true that 
charters were obtained from various states by the Elks resi- 
dent therein and that these charters were obtained with the 
approval of the Grand Lodge; but it appears that these were 
but the incorporation of the lodges within the respective 
states which at all times remained subordinate to the Grand 
Lodge. There was a schism in the order about 1900, but this 
was healed a few years later, and since then all colored Elks 
of the United States, the evidence shows, have recognized the 
jurisdiction of the Grand Lodge and have exercised their 
rights as such under its dispensation.” 


In the FRUIT OF THE LOOM case,’ the manufacturer of cotton 
piece goods selected only reliable manufacturers of high standing 
and licensed them to use the trademark on men’s shirts and other 
garments. The license was held valid and the manufacturer was 
granted an injunction against an unlicensed storekeeper who 


obtained genuine FRUIT OF THE Loom cloth and had shirts made 
for it which were more cheaply made and of inferior workman- 


ship and advertised them in a way which implied that “genuine 
licensed and guaranteed FRUIT OF THE LOOM” shirts were being 
offered. 

This case has been erroneously interpreted by some au- 
thorities as supporting an arrangement where the “only control 
of the finished product is a careful selection of quality designers 
to produce and market articles of clothing from the fabrics” while 
using the trademark of the manufacturer of the cloth.® It should 
be noted that in the FRUIT OF THE LOOM case there was a joint 
guarantee by the clothing maker and the manufacturer of the 
cloth covering quality of the goods, workmanship, design, relia- 
bility of the finished article; and the manufacturer of the piece 
goods also joined with the clothing maker in guaranteeing to 
refund the purchase price if the ultimate user was for any reason 
dissatisfied with the article. In short, the trademark owner said 
to the purchasing public if our licensee does not live up to its 
obligations, we will refund your money. 








5. B. B. & R. Knight, Inc. v. W. L. Milner §& Co., 283 F. 816, 13 TMR 8 (D.C., 
N.D. Ohio, 1922). See also Forstmann Woolen Co. v. Mays, 71 F. Supp. 459, 37 TMR 
469 (D.C., E.D.N.Y., 1947) ; 89 F. Supp. 964, 40 TMR 433 (D.C., E.D.N.Y., 1950). 

6. Trade-Marks and Unfair Competition, 68 Harv. L. Rev. 814, 871-872 (1955). 
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Similarly, the owner of the trademark cLuB cRACKERS retained 
its rights, in its own territory, when it came under the control 
of a holding company and permitted another subsidiary, in a 
different territory, to use the trademark on the same goods under 
its direction and instructions. In addition to stock ownership 


by a common parent, there was unified control of policies, methods 


of sale and manufacture and the trademark owner imparted its 
know-how to the other subsidiary by sending an employee “to 
show them how to manufacture the product.” The legitimacy 
of this arrangement was sustained and in granting relief against 
an infringer, the Court emphasized the control exercised and said: 
“T can see no imposition upon the public, no abandon- 
ment, and no other element which impairs a trade-mark right 
when the corporation which owns it, which in turn is owned 
by a general control, permits other corporations under the 
same general control to use the mark upon an identical 
product which they produce in accordance with the owner’s 
directions and instructions.” ’ 


Frequently it is argued that stock control is sufficient basis 
for sustaining licenses of trademarks between parent and sub- 
sidiary corporations.* In many instances, however, it is contended 
that as a matter of intramural policy, various corporate sub- 
sidiaries are “autonomous”. Therefore, it should be remembered 
that factual exercise of supervision and control is the criterion. 
Lack of control in fact, is just as dangerous to the trademark 
owner and may be just as harmful to the purchasing public, 
whether this situation arises under a contract replete with pro- 
visions permitting supervision and control but forming a mere 
paper structure covering a plan not in fact carried into execution, 
or whether it develops from lack of exercise of latent corporate 
power. 

The same rules apply to service marks. Where a service 
mark was used under license on money orders, the Court, in dis- 
posing of a defense of unclean hands, said: 





7. Keebler Weyl Baking Co. v. J. 8S. Ivins’ Son, Inc., 7 F. Supp. 211, 214, 24 TMR 
161 (D.C., E.D. Pa., 1934). 

8. Cf. Trade-Marks and Unfair Competition, 68 Harv. L. Rev. 814, 872 (1955); 
Shniderman, Trademark Licensing—A Saga of Fantasy and Fact, 14 Law aANnp Con- 
TEMP. PROBLEMS 248 (1949); Nathanson, Licensing Your Trademark, 46 TMR 133 
(1956). 








THE TRADEMARK REPORTER Vol. 49 T. M. R. 








“With respect to the license of the trade mark ‘Bondified’ 
from Checks, Inc., defendants contend that the attempt to 
license the use of a trade mark without a concurrent transfer 
of the business itself was ineffective and a fraud. Even if it 
is assumed that the same principles apply to service marks 
as to ordinary trade marks, a license may be made of a mark 
other than as an incident of a transfer of business so long as 
the agreement is not merely a ‘naked’ license agreement. 
E. 1. du Pont de Nemours & Co. v. Celanese Corp. of America, 
1948, 167 F. 2d 484, 35 C.C.P.A., Patents, 1061, 3 A.L.R. 2d 
1213 (decided without benefit of the liberalizing provisions 
of the Lanham Act). In that case the court approved an 
agreement under which the licensor established certain stand- 
ards for the licensee to follow in making the product under 
the assigned trade mark. A trade mark license is valid if it 
provides for ‘supervisory control of the product or services’. 
Arthur Murray, Inc. v. Horst, D.C.D. Mass. 1953, 110 F. Supp. 
678, 679. The ‘Operator Contract’ (Pl. Ex. 5) between Checks, 
Inec., and Bondified Systems, Inc., through which the plain- 
tiffs are authorized to deal in Bondified checks and money 
orders, contains numerous controls and standards which 
Bondified Systems and its agencies must meet and is much 
more than a ‘naked’ license agreement.” ® 


In the quauity courts cases, plaintiff was a non-profit member- 
ship corporation, operating no independent business of its own, 
confining its activities to furthering the cooperative interests of 
its members by national advertising, distributing guide books, 
handling advance reservations, inspecting members’ premises and 
similar services. The Court of Appeals for the Sixth Circuit 
affirmed a summary judgment restraining non member defendants 
from using plaintiff’s collective mark. With respect to the super- 
vision and control, the Court said: 


“Membership in the plaintiff corporation is obtained only 
through election by its board of directors. Membership is 
restricted to individual persons and is not assignable. To 
acquire and maintain membership in the corporation, owners 
or operators must maintain motels of high qualitative stand- 
ards. To this end a careful inspection is made of the motel 
operated by each applicant for membership, and subsequent 





9. Doud v. Hodge, 146 F. Supp. 887, 890 (D.C., N.D. Ill, 1956). 
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periodic inspections are made of members’ motels. Approxi- 
mately ten per cent of the members are expelled annually for 
failure to maintain the required standards.” *° 


Given the requisite supervision and control of the nature and 
quality of the goods, the cases show that trademark licenses have 
been sustained where the licensor had an established business and 
good will and a potential market in related goods.** They have 
covered varying situations including introduction and extension 
of the use of marks to new territories; use of the mark on a 


finished product in which the licensor’s product was used as an 


ingredient** or raw material;* in others, the licensor supplied a 
formula’ or a patent in accordance with which the products sold 
under the trademark were required to be made;** and in others 
services were rendered in accordance with standards set by the 
licensor,’ in some instances in conjunction with the licensee’s 
membership in a collective group or organization.** Similarly and 
more recently, licenses have been sustained where individuals or 
organizations have achieved outstanding celebrity and created 
an extensive good will in connection with services or business 
activities, with the result that it is commercially valuable to have 
their approval or sponsorship upon goods or services, the nature 
and quality of which is controlled so as to maintain high standards 
and preserve the integrity and the good will of the licensor’s 
mark.’*® In such cases, the goods or services upon which the 





10. Lyon v. Quality Courts United, 249 F. 2d 790, 791-2, 48 TMR 477 (C.A. 6, 
1957). See also Quality Courts United v. Quality Courts, 140 F. Supp. 341, 46 TMR 
567 (D.C., M.D. Pa., 1956). 

11. Finchley, Inc. v. George Hess Co., 24 F. Supp. 94, 28 TMR 404 (D.C., E.D.N.Y., 
1938). 

12. E. F. Prichard Co. v. Consumers Brewing Co., 136 F. 2d 512, 33 TMR 370 
(C.C.A, 6, 1943). 

13. See cases cited note 3, supra. 

14. Crown Fabrics Corp. v. American Viscose Corp., 145 F. 2d 246, 34 TMR 376 
(CCPA, 1944); American Viscose Corp. v. Crown Craft, 28 F. Supp. 884, 29 TMR 486 
(D.C., S.D.N.Y., 1939); Joseph Bancroft ¢ Sons Co. v. Shelley Knitting Mills, Inc., 
119 USPQ 463, 49 TMR 412 (D.C., E.D. Pa., 1958). 

15. Bacardi Corp. v. Domenech, 311 U.S. 150, 31 TMR 2 (1940). 

16. Smith v. Dental Products Co., 140 F. 2d 140, 34 TMR 78 (C.C.A. 7, 1944). 

17. Arthur Murray, Inc. v. Horst, 110 F. Supp. 678, 43 TMR 501 (D.C., Mass., 
1953) ; Medd v. Boyd Wagner, 132 F. Supp. 399, 45 TMR 1090 (D.C., N.D. Ohio, 1955) ; 
Ar-Tik Systems, Inc. v. McCullough, 133 F. Supp. 807 (D.C., 8.D. Ill, 1955); and 
see also note 9, supra. 

18. See note 10, supra and see Ex parte Douglas Fir Plywood Assoc., 118 USPQ 
162, 48 TMR 1428 (Com. Pat., 1958). 

19. Wyatt Earp Enterprises, Inc. v. Sackman, Inc., 157 F. Supp. 621, 48 TMR 596 
(D.C., S.D.N.Y., 1958). See also Lone Ranger v. Cox, 124 F. 2d 650, 32 TMR 97 
(C.C.A. 4, 1942); Lone Ranger v. Currey, 79 F. Supp. 190, 38 TMR 891 (D.C., M.D. 
Pa., 1948). 
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licensor’s mark is used frequently has little or no connection with 
the field in which the licensor’s reputation has been established. 

While the concept of licensing is old and its application to 
trademarks well recognized, and the rule is established that there 
must be more than a naked license, the cases have not fixed 
arbitrary, rigid or inflexible restrictions for charting a course 
between the universally condemned naked license and the obviously 
well supervised and diligently controlled use. It is fortunate that 
the cases permit this flexibility because it leaves room for growth 
and licenses are being continuously adapted to new situations as 
our economy expands. 
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SOME OBSERVATIONS ON LEGITIMATE CONTROL OF 
THE NATURE AND QUALITY OF THE GOODS?+* 


By William R. Woodward** 


This discussion is intended to bring up points of interest in 
connection with the definition of the relation between the licensor 
and licensee of a trademark that must exist in order to safeguard 
the integrity of the mark. Although the statute refers to “related 
companies” without using the term “licensor,” “licensee” or 
“license,” the relation required can be met by a license coupled with 
“legitimate control of the nature and quality of the goods,” as is 
made clear by the recent decision in Dawn Donut Co. v. Hart’s 
Food Stores.’ 

The first idea I would like to discuss is the suggestion that 
it is only where the trademark owner has given a license which is 
irrevocable (or revocable only for a limited range of cause) that 
it is necessary, in order to preserve the mark, for the trademark 
owner to have positive control over the licensee’s operations affect- 
ing the nature and quality of the goods in connection with which 
the mark is used. In many situations, perhaps the usual situations, 
the licensee would not be satisfied with a license revocable at will 
by the trademark owner and would want. to be assured of some 
continued enjoyment of the use of the mark so long as he meets 
some reasonable objective requirements. But if the licensee should 
be willing to accept a license revocable at will, perhaps because 
he is willing to trust the judgment and intelligence of the licensor, 
it should logically be enough to preserve the integrity of the mark 
that the trademark owner should have what I eall a negative con- 
trol over the nature and quality of the goods. 

By a “positive” control I mean participating in the direction 
of operations, by giving instructions from time to time to oper- 
ating personnel as to processes, methods and the like that affect 
the nature and quality of the goods. By “negative” control I mean 
control largely through a “veto power”—through a power to with- 





+ 2.18—REGISTRABILITY—LICENSES. 

t+ 18.—LICENSES. 

* Address delivered at the 82nd Annual Meeting of The United States Trademark 
Association held at Pocono Manor Inn, Pocono Manor, Pa., May 22-23, 1959. 

** Assistant General Patent Attorney, Western Electric Company; member of the 
New York and Massachusetts Bars. 

1. 121 USPQ 430, 49 TMR 631 (C.A. 2, 1959). This decision was not reported at 
the time this discussion was presented, but on account of its pertinence some additions 
have been made in the written version in order to refer to it. 
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hold or recall permission to use the mark on goods that do not 
satisfy the person or organization wielding this power. In the 
latter case the instructions can be much more general and be 
treated merely as a guide to indicate what sort of performance 
is regarded by the trademark owner as satisfactory, and so long 
as the trademark owner does keep informed on what kind and 
quality of goods are put on the market under the trademark, it 
should not endanger the mark if he does not exercise his veto power 
nor change his instructions from time to time. It should be enough 
that he is watching, that he is satisfied and that he has the power, 
whenever he is not satisfied with nature and quality, to insist that 
the mark be used only on goods which do satisfy him as to nature 
and quality. 

To put the point in abstract form: one can control the com- 
bination of X and Y just as effectively by controlling the X that 
is used with Y as by controlling the Y that is used with X. For X 
read “nature and quality of the goods” and for Y read “the trade- 
mark.” 

In the usual situation meeting the requirements of the “re- 
lated company” definition in Section 45 of the Lanham Act,’ the 
trademark owner has some positive control, as well as negative 
control, over the nature and quality of the goods with which the 
mark is used. In written contracts or other documents defining 
the relation between the parties, however, the positive aspects of 
control are not usually stated in terms detailed enough to assure 
the reader that the trademark owner actually expects to participate 
in specific management decisions, rather than exercise a power 
of approval or veto with respect to the use of the mark. The trade- 
mark owner in such a case may nevertheless in fact watch produc- 
tion closely and may make many suggestions that are accepted, 
or else rejected only with well explained good reasons—all this 
respect being due to the power to withhold the trademark. 

Control by a trademark owner which is largely “negative” in 
its ultimate impact may thus exercise a decidedly “positive” influ- 
ence in practice upon the party actually producing the goods or 
services in question. 

If control is expected to be largely “negative,” the contract 
expressing the critical relation can be strengthened by stating that 
the trademark owner’s right to withdraw permission to use the 
mark applies to any goods which do not satisfy in his opinion the 


2. 15 U.S.C. §1127. 
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general standards required by the contract. If necessary in such 
a case to reassure the licensee, a provision could be added obligat- 
ing the trademark owner to pay compensatory damages (no 
more!) to the licensee when the power of revocation is exercised 
without the licensee having been at fault, but making clear that 
such revocation is effective in any event. Where sufficient “posi- 
tive” control in fact exists, however, it should not be important 
that the “negative” control is not expressed in absolute terms. 

The Dawn Donut case*® states: “The absence, however, of an 
express contract right to inspect and supervise a licensee’s opera- 
tions does not mean that the plaintiff’s method of licensing failed 
to comply with the requirements of the Lanham Act. Plaintiff 
may in fact have exercised control in spite of the absence of any 
express grant by licensees of the right to inspect and supervise.” 
The decision suggests that control shown by a course of conduct 
will meet the requirement of “legitimate control” even if backed 
neither by explicit contract provision therefor nor by an absolute 
veto power on the use of the mark. In view of that decision the 
cautions suggested for the license draftsman in the preceding 
paragraph may well be unnecessary. 

On the other hand, the Dawn Donut case warns that the 


control requirement places on the licensor “the affirmative duty 
of policing in a reasonable manner the activities of his licensees” 
and states that the purpose of the control requirement is to avoid 
“the danger that products bearing the same trademark might be 


9 4 


of diverse qualities. This last pronouncement is interesting, 
because an ordinary non-licensing trademark owner has no duty 
to prevent diversity in the quality of the goods bearing his trade- 
mark, although it is usually to his interest to maintain a consistent 
standard of quality. Of course in a license situation a lack of 
consistent quality would normally tend to show an absence of 
control, but it is interesting to consider whether the control re- 
quired over trademark licensees should be aimed at some inde- 
pendent standard of consistency in quality or should be aimed 
just at whatever level of consistency in quality the licensor reaches 
in his own business. 

It is also significant that the dissent in the Dawn Donut case 
(by the Judge who wrote the opinion of the court) was on the 
question whether the findings were sufficiently specific to permit 


3. Note 1, supra, 121 USPQ at 438. 
4, Id. at 437. 
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a determination by the appellate court “whether plaintiff subjected 
its licensees to periodic and thorough inspections by trained per- 
sonnel or whether its policing consisted only of chance, cursory 
examinations of licensees’ operations by technically untrained 
salesmen.” ° 

The second subject that I should like to discuss is the nature 
of the public reaction to the “celebrity” type of trademark. Con- 
sider, for example, the trademark mickry mouse for fruit juice. 
The creator of MICKEY MOUSE is justly famous for a number of 
contributions to entertainment and art, but I doubt if anybody 
supposes that he or his organization can supervise the quality of 
canned fruit juice any more effectively than any number of people 
or organizations nowhere near so famous. No doubt the owner 
of such “property” is rather careful not to let it be associated 
with an inferior class of goods, out of self-interest, on account of 
possible future exploitation of the “property” as a distinguishing 
device for various other assorted kinds of goods, to be made 
respectively by a miscellaneous collection of prodifcers. The value 
of such a mark, from the point of view of the public, is that it 
indicates a source of a product which is easily recognizable even 
if nobody remembers or notices the name of the manufacturer. 
No particular notion of the quality of the article may exist before 
the consumer has tried it, but once he has tried it he has an easy 
way of determining how to get another of the same articles if he 
finds them acceptable. 

Where mass production is important, easy recognition has a 
distinct value, and the very ubiquity of a readily identifiable prod- 
uct may produce a certain amount of acceptance by the “band 
wagon” effect. It is probably unsophisticated to expect that in 
these cases the owner of a “celebrity” mark should exercise exten- 
sive positive control over the nature and quality of the goods. 
Perhaps it should satisfy the statute that he keeps track of the 
nature and quality of the goods and has the right to withdraw 
the use of the mark if they are not satisfactory. The Dawn Donut 
case, however, would appear to require active “policing,” and 
mere watchfulness might not be sufficient unless the licensee main- 
tained a highly consistent standard of quality for the trademarked 
product. 

Incidentally, we should not insist that any particular level of 
quality should be required. Some marks stand for ostentation, 


5. Imad. at 438. 
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and their owners seem to cultivate the reputation of charging far 
more than the article is worth so that display of the article by a 
purchaser will show his friends how well he can afford to spend 
his money carelessly. Some marks unabashedly identify cheap 
superficial imitation, and the articles deceive the purchaser far 
less than they deceive the purchaser’s less penetrating acquain- 
tances and admirers. It should be sufficient that a trademark 
should indicate a unity of origin, a certain range of mixture of 
qualities that some purchasers may find desirable for their pur- 
poses. It should not be presumed that a trademark owner’s control 
is nonexistent merely because it is not exercised to make the best 
possible product. 

Since the trademark owner must control, either negatively or 
positively, the nature and quality of the goods in connection with 
which a mark is used, we cannot under the present trademark law 
accept the notion that one who creates celebrated insignia, by which 
rarious kinds of goods could readily be identified, can be an entirely 
passive trademark owner. A nonoperating licensor may have to 
limit his ownership to the literary property resulting from the 
identification of the aforesaid insignia with his literary creations, 
be they cartoon characters, dramatic characters, or the like. But 
if he is willing to exercise a consistent supervision, perhaps largely 
negative, there should be no difficulty in his being a trademark 
owner as well as an owner of literary property, though this be 
achieved entirely by use of the mark under license.° 

The last subject I would like to discuss is the decision, now 
under appeal, in the case of Ex parte C. B. Donald Company.’ The 
statement of facts given below is drawn from the brief on appeal. 

The C. B. Donald Company was a partnership that devised a 
series of parlor games. The partners, together with others who 
supplied financing, organized a corporation, Happy Hour, Inc., 
to manufacture the game sets. There was a contract giving the 
partners supervision over the quality of the product (this super- 
vision was fully exercised) and licensing trademarks of the part- 
nership. Before the instant case several trademarks for individual 
games were registered. 


6. For the extent of commercial activity in the licensing of celebrated insignia, 
not all rising to the dignity of trademarks, see the description of “Character Adver- 
tising” in Section 3 (Business) of the New York Sunday Times of May 25, 1959. In 
the Dawn Donut case, supra note 1, the licensor used the mark in the dough and cake 
mix business, but its rights in the mark for doughnuts was predicated on the use of the 
mark by its licensees. 

7. 117 USPQ 485, 48 TMR 1028 (Com’r, 1958). 
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In the instant case the trademark application was rejected, 
not because of the absence of control but because it was said to 
be deceptive to fail to notify the public that the trademark was 
owned by C. B. Donald Company, referring to the fact that the 
specimens of the mark submitted with the trademark, as in the 
case of the marks previously registered, carried the words “made 
by Happy Hour, Ine.” It was the Examiner’s position, approved 
by the Commissioner, that this was deceptive in the absence of 
mention of the relation with C. B. Donald Co.. Such “deception” 
was held to make the mark unregistrable, and one could infer from 
the opinion the view that it would likewise make outstanding marks 
invalid. 

This notion is at variance with the well-established principle 
that when one uses a trademark on goods one need not ordinarily 
identify the owner of the mark. The earliest trademarks them- 
selves constituted the only identification of source that the public 
recognized. So long as the mark in fact identifies an article 
controlled with respect to its nature and quality by a particular 
agency, it should make no difference whether that controlling 
agency is a distributor, a manufacturer or a famous cartoonist or 
television actor. 

The notion that the public might be deceived because the 
control actually was by a trademark owner instead of by a manu- 
facturer or a distributor is certainly far-fetched. In the case of 
the marks associated with a famous cartoonist or television actor, 
the public probably has a pretty good idea of the fact of control 
by the celebrity in question and the extent to which this control 
goes. 

The selling of goods under literary or celebrity marks is such 
a commonplace thing that the public would be not at all surprised, 
much less deceived, to find that even goods or services identified 
by non-entertainment trademarks are sometimes controlled by 
non-manufacturing non-selling operators or enterprises, of whose 
personal or business identity the public knows nothing save that 
the mark itself suggests that there is some control somewhere. 
The suggestion in the Ex parte C. B. Donald Co. decision to the 
effect that the proper labeling of a product manufactured by ABC 
Company under control as to nature and quality of goods by 
John Doe is “manufacture for John Doe by ABC Company” or 
“manufacture by ABC Company under authority of John Doe” 
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and that failure to mention John Doe deceives the public and 
will not support a trademark registration by John Doe seems to 
engraft a novel formal requirement on our trademark practice. 

At the risk of anticlimax I should add that there is no mystery 
about the tendency to require identification: the surprise is that 
it should be established by administrative decision rather than by 
legislation. 

We have become accustomed to laws in the food and drug 
field and in the field of publications requiring the identification of 
the manufacturer or distributor in one case and publisher in the 
other. This is obviously intended to direct aggrieved purchasers 
or readers to at least one responsible source for registering com- 
plaints, bringing lawsuits or, in the case of publications, aiming 
counter-publicity. 

In these areas where manufacturers, distributors and pub- 
lishers are required to disclose their identities some might regard 
it as anomalous that one who controls the nature and quality of 
the goods can avoid disclosing his identity if he is neither the 
manufacturer nor the distributor. 

And yet, is not the disclosure of the trademark ownership 
by affidavits on the public records of the Patent Office adequate 
information to the public, in case anyone is interested, as to the 
identity of the trademark owner, even if such owner is not the 
same party whose name appears on the goods as the manufacturer 
or distributor? If more notice is needed, including notice on the 
goods, should not that be a matter for legislation to settle? 
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NOTES FROM THE PATENT OFFICE 
By Milton E. Abramson* 


Disclaimer Practice in the United States Patent Officet 


Prior to the passage of the Trademark Act of 1946 there was 
no statutory authority to permit disclaimer of unregistrable ma- 
terial in a composite mark although the mark in toto distinguished 
the goods of the owner. Following the decision in Jackson v. 
Brandau, 32 App. D. C. 348, it became the practice to permit an 
applicant to disclaim unregistrable matter. This practice ceased 
when the decisions in Fishbeck Soap Co. v. Kleeno Mfg. Co., 44 
App. D. C. 6, 5 TMR 327, and Nairn Linoleum Co. v. Ringwalt 
Linoleum Works, 46 App. D. C. 64, 7 TMR 216, disapproved dis- 
claimers. Thereafter, the Commissioner of Patents required that 
applicants delete unregistrable material from the drawing of a 
composite mark. Thus, something less (sometimes considerably 
less) than the whole mark was registered. 

The matter was subsequently settled when the Supreme Court 
permitted disclaimers: Beckwith v. Commissioner of Patents, 252 
U. S. 538, 64 L. Ed. 705, 10 TMR 255. The Court observed that 
“The commercial impression of a trade-mark is derived from it as 
a whole.” The disclaimer practice, the court noted, deceived no 
one and precluded the registrant “from setting up in the future 
any exclusive right to the disclaimed part of” (the mark). 

The Beckwith decision was followed in literal fashion. Hence, 
while a disclaimer was permitted to facilitate registration, the 
registrant was thereafter prohibited from asserting that the 
disclaimed portion of his registered mark had subsequently ac- 
quired secondary meaning. Shaler Co. v. Rite-Way Products Co., 
107 F. 2d 82, 30 TMR 38; Grocers Baking Co. v. Sigler, 132 F. 2d 
498, 33 TMR 130. Section 6 of the Lanham Act, which provides 
for disclaimers of unregistrable matter, amounts to a statutory 
reversal of the Beckwith decision in that it provides that dis- 
claimers will not prejudice any subsequent rights to a registration 
where the disclaimed portion of a mark thereafter serves to 
distinguish the goods. Thus, the federal statute thereby con- 
formed to the common law of unfair competition. 

The disclaimer requirements of each examiner in the Patent 
Office often differed. Understandably, this matter which was 








* Examiner, Trademark Operation, U.S. Patent Office. Member, District of Colum- 
bia Bar. 
+ 3.3—REGISTRATION PROCEDURE—DISCLAIMERS. 
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highly subjective material was treated differently among the ex- 
aminers and even by the same examiner at different times. In 
order to avoid confusion there evolved a general policy concern- 
ing disclaimers. There is no iron-clad policy but rather a prevalent 
measure of desirable consistency in the majority of situations. 

The disclaimer procedure has been applied principally to 
composite marks. The Patent Office practice concerning dis- 
claimers when the common or the recognized name of the goods is 
is involved as a part of the mark is as follows: 


1. When a compound word is formed by combining two 
words, one of which is the common name of the goods, into a single 
word, no disclaimer is permitted. This is in line with Office policy 
that integral parts of words may not be disclaimed. For example, 
if the mark were Lazycuarr, disclaimer would not be permitted. 


2. When a compound word is formed by hyphenating two 
words, one of which is the common name of the goods, no dis- 
claimer is required. In this event, a disclaimer should be deleted 
by an examiner’s amendment. This is in conformity with simple 
rules of grammar which provide that a compound word is one 
made up of two or more words, hyphenated or unhyphenated— 


and they should be treated alike. For example, if the mark were 
LAZY-CHAIR, disclaimer is not required and if filed, should be 
deleted by an examiner’s amendment. 


3. In the event the mark comprises two separate words the 
requirement for deletion in disclaiming depends upon the man- 
ner of use. For example: If the mark is Lazy and the word 
CHAIR appears below it in ordinary type, the word cHair should be 
deleted from the drawing. If the mark consists of Lazy CHAIR on 
a single line in matching type face, the word cHarr should be 
disclaimed. 


4. If the word cHarr is so integrated with the mark in any 
manner of its display that the removal thereof would change the 
commercial impression created by the mark, the word cHarr should 
be disclaimed. 


In other words, when the common descriptive name of the 
goods is included in the drawing, it should be deleted if it is not 
integrated in the display of the composite. If it is integrated in 
the display and its removal would change the commercial im- 
pression created by the mark as a whole, the common descriptive 
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name should be disclaimed. Ea parte Southern Rice Sales Com- 
pany, Inc., 77 USPQ 328, 38 TMR 733; Canada Dry Ginger Ale, 
Inc. v. Lipsey, 102 USPQ 447, 45 TMR 324; W. D. Roddenberry 
Co., Inc. v. Colonial Molasses Co., 109 USPQ 109, 46 TMR 650. 

Words which are primarily geographically descriptive of the 
place where the goods originate, or are words commonly used to 
describe the goods, or are primarily merely surnames readily 
recognizable only as such are treated in the same manner as words 
which are the common descriptive or generic name of the goods, 
as discussed above. See: Ea parte Norquist Products, Inc., 109 
USPQ 399, 46 TMR 987. 

The foregoing general policy guides the examiner in his 
requirements for disclaimers. However, certain decisions eluci- 
date other aspects of the disclaimer practice of the Patent Office. 

A disclaimer of a word or words entered by the applicant of 
its own volition will not eliminate the disclaimed material from 
consideration in determining likelihood of confusion. The Juvenile 
Shoe Corp. of America v. Vocational Footwear, Inc., 99 USPQ 
174, 44 TMR 221; California Vegetable Growers v. Bear State 
Packers, Inc., 110 USPQ 140, 46 TMR 1156; The May Department 
Stores Co. v. Schloss Bros. & Co., Inc., 234 F. 2d 879, 110 USPQ 
282, 46 TMR 1392; American Throwing Co., Inc. v. Famous Bath- 
robe Co., Inc., 250 F. 2d 377, 116 USPQ 156, 48 TMR 750; 
Sporteens, Inc. v. Neptune Raincoat Co., Inc., 119 USPQ 300, 
49 TMR 246. 

Misspelling an unregistrable word or words in a mark for 
which registration is sought does not overcome a requirement for 
a disclaimer. Ex parte Minneapolis-Honeywell Regulator Co.; 
Ex parte The Brown Instrument Co., 101 USPQ 293, 44 TMR 970. 

Foreign words must be disclaimed if their English equivalent 
is subject to disclaimer. Bausch & Lomb Optical Co. v. Overseas 
Finance & Trading Co., Inc., 112 USPQ 6, 47 TMR 401. 

Trade names used as parts of trademarks need not be dis- 
claimed in whole or in part. However, the remaining portion of 
the mark must be registrable. 

In general, the disclaimer practice follows the rule of reason. 
In the event material, which is not registrable alone is entwined 
with registrable material in such fashion as to present a single 
term or an inseparable phrase, a disclaimer is usually not neces- 
sary. In other cases, a disclaimer may be required. 
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NOTES FROM OTHER NATIONS: 
Edited by L. L. Gleason 


United Arab Republic 


Use of Arabic Language in Trademarks and Labels 

Reference is made to the notice which appeared in THE 
TRADEMARK Reporter for November, 1958, page 1373, regarding 
Law 115 of 1958. This Law will become effective on July 1, 1959, 
and a term of one year from that date will be available in Egypt 
and Syria for reregistering in the Arabic language word marks 
now registered in other languages. The purpose of such reregis- 
tration is to add the Arabic equivalent to the mark as previously 
registered, and the mark is to be used in that amended form 
thereafter. 

The governments of Egypt and Syria have separately issued 
decrees, in accordance with Article IV of Law 115 of 1958, provid- 
ing that on and after July 1, 1959 all imported “finished” goods 
shall carry labels showing in the Arabic language the name of 
the manufacturer and the country of origin. These labels should 
be applied to the goods if possible, and if that cannot be done, 
to their containers or wrappings. 

Fines ranging from £10.0.0 to £200.0.0 (approximately $28.80 
to $576.00) may be imposed for infractions of the provisions of 
Law 115 of 1958 as set out above. 


Uruguay 
Registration by Foreigners Without Home Registrations 

The Uruguayan Trade Mark Law of 1940 contains a general 
provision that a foreigner who applies for registration of his mark 
in Uruguay must do so on the basis of a certified copy of the regis- 
tration of the mark in his home country. Notwithstanding this, 
the Uruguayan Patent Office has sometimes granted registrations 
to foreigners who stated that their marks were not registered in 
the home countries; and registrations have also been granted to 
local nominees of foreigners, who secured assignments of the regis- 
trations after grant. 

The National Government Council of Uruguay rendered a 
decision on May 19, 1959, which seems to remove any doubt as 
to the right of a foreigner to secure a valid registration in Uruguay 
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without having a home registration. Sumac Ltd. of Montreal, 
Canada, had applied for registration of the trademark sumac in 
Uruguay without having a Canadian registration of the mark, 
and after the application had been considered by the Trade Mark 
Office, the Government Attorney of the First Instance, the Govern- 
ment Attorney of the Second Instance, and the National Chamber 
of Commerce, who were equally divided on the allowance or rejec- 
tion of the application, the case was referred to the Court Attor- 
ney, who is also the Attorney General of Uruguay. 

He ruled that the applicant had justified its status as a manu- 
facturer or merchant “within the country or abroad” and that 
since the mark had not been registered abroad, it should be con- 
sidered to be in the same position as a local or national mark. 
His recommendation to grant the application was accepted by the 
National Government Council, which in effect directed the Patent 
Office to follow this decision in dealing with similar applications 
in the future. (Note: If the foreign applicant has a home regis- 
tration, his Uruguayan application must be based on it.) 


Egypt 
Amendments of Trademark Law—Licenses to Be Recorded 

Two sections of the Egyptian Trade Mark Law of 1939 were 
amended by a Presidential Decree No. 69/1959 published (and 
effective) March 21, 1959. 

Article 20 of the Law, relating originally to assignments and 
pledges or mortgages, now applies also to trademark licenses, 
which must be recorded and published in order to be effective 
against third parties. 

Article 35 has been amplified for the purpose of facilitating 
legal procedures against infringers of trademarks. 


Australia 
Forms for Trademark Applications 

The new Trade Mark Regulations, effective August 1, 1958, 
contain no form of authorization or power of attorney, and the 
only form now required when filing an ordinary trademark appli- 
cation in Australia in respect of two or more items of goods is a 
simple statement by the applicant that he is using the mark on 
the goods concerned or that he “presently” intends to do so. 
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PATENT OFFICE 


Trademark Statistics 
Cumulative 
January—May 
1959 1958 


Applications filed 9,602 9,449 


Registrations issued 
Principal Register 7,058 5,414 
Supplemental Register 368 330 


7,426 


Renewals 

See. 12(c), publications 

See. 8, affidavits filed 

Sec. 8, cancellations ...............2.0...--2------- 


Cancellations, other 


AMENDMENT TO THE AUSTRIAN TRADEMARK LEGISLATIONt 


The 


t 


At the request of author Paul Abel, we call attention to a 
clarification in the text that appeared in the April, 1959 issue of 


Trademark Reporter. At page 405, item 1 should read: 


1. On application for a trademark a fee of 200 Austrian 
Schillings—hereinafter referred to as “Sch.” (until now 
100) is payable and a fee of Sch. 30 for each of the first 
three Classes and Sch. 50 for each additional Class or 
Sub-Class (until now Sch. 20 for each Class). 








10.—FOREIGN LAW. 
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THE TRADEMARK REPORTER® 


EDITORIAL BOARD POLICY 


The Trademark Reporter will continue to contain decisions 
of the courts and expressions of authorities which are of interest 
in connection with the law of unfair competition and trademarks. 
The basic policy will be the reporting of the law and its interpreta- 
tions. 


There are certain innovations beginning with the present issue 
of The Trademark Reporter as follows: 


1. A new decimal index is provided for the various topics 
and, wherever possible, will accompany each decision and article 
published in the Reporter. A cross reference to this decimal index 
will hereafter also appear in the Annual Indexes and the Cumula- 
tive Digests of the Reporter. This procedure should facilitate the 
use of The Trademark Reporter as a guide to pertinent subjects. 
In the event it becomes necessary in the future, as it has in the 
past, to change, cancel or add topical headings for the subject 
matter of cases, articles and statutes, there will be continuity pro- 


vided by means of a decimal index despite the changes in the 
language of the titles. This decimal index appears in full on 
pages 624 and 625 of this issue of The Trademark Reporter. 


2. Part Il of The Trademark Reporter will carry full reports 
of decisions which are of special significance. For example, in 
this issue the very recent decision in Shoe Corporation of America 
v. The Juvenile Shoe Corporation of America is printed in its en- 
tirety because of its importance. 


3. There is a new Part III of The Trademark Reporter. This 
part will cover decisions whose significance is not such as to war- 
rant their being fully reprinted. A summary of each such deci- 
sion will appear under the title of the case and will be accompanied 
by reference to the decimal index. Wherever possible, reference 
will be made to a citation where the entire decision may be found. 


4. Certain decisions of state courts other than those of courts 
of last resort will be reported. For example, the June 9th issue 
of the Connecticut Law Journal carried an interesting case involv- 
ing unfair competition. The decision was not from the highest 
court of Connecticut, nevertheless, it is believed to be of interest 
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and is carried in this issue of The Trademark Reporter. Any 
similar decisions which come to the attention of any of the mem- 
bers and subscribers of the Association would be gratefully re- 
ceived by The Trademark Reporter. This will enhance the 
coverage of the Reporter. 

While the policy of printing all of the cases in full has been 
revised, the policy of bringing to the members and subscribers 
all matters of interest in the field of trademarks will continue. 


5. Part I is made easily separable from Parts II and III in 
this and future issues. This should facilitate handling of that 
portion of The Trademark Reporter which deals with decisions 
independently of the portion containing articles, wherever desired. 
In addition, the parts may now be separately bound. 


Artour A. Marcu 
Editor-in-Chief 
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7.11 BASIS OF RELIEF .222 ACCOUNTING 
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To All Members and Subscribers: 


Revision of Editorial Policy 
Regarding Part Il of 
The Trademark Reporter® 


As a result of a survey of the Members of The United States Trademark 
Association and the rising costs of publication, the Board of Directors of the 
Association, after very thorough study during the past year, has decided to 
revise the editorial policy regarding Part Il of The Trademark Reporter®. 


Beginning with the June 1959 issue, Part Il of The Trademark Reporter® 
will no longer contain the full text of all Court and Patent Office decisions relat- 
ing to trademarks. The editorial policy will be one of selectivity, whereunder 
the complete text of trademark decisions will be reprinted in Part Il of The 
Trademark Reporter® only in the event that the case is one of special signifi- 
cance in the field of trademark law. 


The above editorial policy has been adopted by the Board of Directors for 
numerous reasons. 


One of the reasons grows out of the recent establishment of the Trademark 
Trial and Appeal Board. This has caused the publication of almost twice as 
many Patent Office rulings as had been issued before the Appeal Board was 
created. A great many of the Appeal Board’s decisions, now published in the 
United States Patents Quarterly, will replace decisions previously issued indi- 
vidually by Examiners of Interferences. These decisions by the Examiners had 
never been published unless appealed to the Commissioner of Patents. 


Rather than increasing the size of Part Il of The Trademark Reporter® by 
reprinting in full all of the decisions of the Trademark Trial and Appeal Board, 
the Editors will, beginning in June 1959, list the decisions of the Appeal Board 
which are of less legal significance. The list will refer briefly to the trademarks 
and products involved and cite the source where the full decision may be found. 


In the event that any Member wishes to secure more information, on the 
complete text of some of the above described decisions, the Association will 
make reasonable efforts to supply a copy of the material without any extra 
charge to the Member. 


With regard to Court opinions, including those of the Court of Customs and 
Patent Appeals, the editorial policy will be to continue to reprint in full all deci- 
sions of special significance in the trademark field, to make a particular effort 
to carry original decisions of special significance which may not be published 
elsewhere, and to provide any editorial comment the Editorial Board may regard 
as appropriate. 





At the discretion of the Editorial Board, the Editors will condense or list 
Court decisions of only collateral or minor significance. Such a list will give the 
citation of the case. 


It is anticipated that the new editorial policy will permit the Association to 
assume the costs of the publication of more leading articles in Part | of The 
Trademark Reporter®, rather than to expend such funds reprinting decisions 
already available in standard reference sources. It is believed that leading 
articles by outstanding contributors will enhance the usefulness of The Trademark 
Reporter®. It is intended also to continue the historic value and character of 
The Trademark Reporter® as the only professional publication in the United 
States of America devoted specifically to matters of trademark protection. 


The Board of Directors and the Officers of The United States Trademark 
Association believe that this revision of editorial policy will continue to promote 
the objectives and the unique position of The Trademark Reporter® both in the 
United States and Abroad. 


Sincerely yours, 


JOHN L. ESTERHAI 
President 
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Part Il 


MASTERS, INC. v. FELDSCHUH et al. 
N. Y. Sup. Ct., Spec. Term, Queens Co. — December 18, 1958 — 120 USPQ 63 


7.28—REMEDIES—UNFAIR COMPETITION—EVIDENCE 


Proof of confusion is not required where similarity in names tends or threatens 
to induce confusion in the public mind. 
7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE ANT 
COMMERCIAL NAMES 
Upon the application of the prior user of MASTERS for a discount house the 
court enjoined another from using MASTERS GUILD for an upholstery shop. Although 
the defendant has been in business only a few months, it advertised that it was 
established fifty years ago. From this and the defendant’s omission of the word 
GUILD in its advertising, the court found an intent on its part to trade upon the 
plaintiff’s reputation. 
Petition under section 964 of New York Penal Law by Masters, Inc. v. 
Feldschuh et al. Petition granted. 


Day, Justice. 

This is an application under section 964 of the Penal Law to restrain 
the defendants from the use of the trade name MASTERS GUILD. 

Petitioner’s name is the family name of its principal officer and co- 
founder. It has been doing business under the name of MASTERS, INC. since 
1937, dealing in various types of merchandise and selling to the public 
at discount. Petitioner has spent large sums of money in advertising its 
name and the merchandise in which it deals. 

Respondents began doing business as MASTERS GUILD on April 8, 1958, 
and began to advertise under that name on June 15, 1958, emphasizing the 
name MASTERS and stating “Over 50 years—serving over a half million 
homes in N. Y. * * *” Indeed, several of the advertisements even omitted 
the word GUILD. 

When petitioner’s demand for the discontinuance of the name MASTERS 
was not honored, this proceeding was commenced, on the ground that the 
name MASTERS was adopted solely for the purpose of capitalizing on peti- 
tioner’s reputation and good will and misleading the public. Although 
petitioner does not deal in upholstery, as do the respondents, the fact 
remains that both deal in furniture, draperies and other similar household 
merchandise. In any event, proof of competition is not essential to sustain 
its right to relief where the similarity of name used tends or threatens to 
induce confusion in the public mind. Sullivan v. Sullivan Radio & T. V.., 
Inc., 1 App. Div. 2d 609, 110 USPQ 106 (46 TMR 954), and the authorities 
there cited. 

Respondents Feldschuh and Meyers, who, together with the respon- 
dent Henry Gordon, filed the certificate of doing business under an assumed 
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name, state in their affidavit that they severed their association with respon- 
dent Gordon after the first few advertisements, and that those which there- 
after appeared in the newspapers were placed solely by respondent Gordon; 
that they are concurrently filing a certificate of discontinuance of business 
as partners. They conclude: “Speaking for ourselves only, we state that 
we have no objection to any order prohibiting the use of the name MASTERS. 
We have no control over the actions or proceedings of Mr. Gordon, and 
disclaim any and all responsibility for his aforesaid actions or proceedings.” 

Respondent Gordon, however, vigorously opposes this application and 
argues that the statute, pursuant to which it is made is penal in nature 
and consequently “the civil remedy provided therein must of necessity be 
dependent upon the establishment of criminal intent on the part of the 
Respondent a specific intent to deceive and in the absence of same, an 
injunction cannot be granted under this section.” 

In holding that the right to an injunction in a proceeding of this kind 
must be established in a clear and convincing manner, the Court of Appeals 
recently stated: “That does not mean, however, that the right may be 
defeated by a bare denial of intent to deceive or mislead the public. The 
proceeding ‘will still lie where the respondent fails by affidavit to establish 
a true issue of fact,’ and insubstantial or incredible averments will not 
suffice to raise such an issue,” Matter of Playland Hldg. Corp. v. Playland 
Center, Inc., 1 N.Y. 2d 300, 303, 110 USPQ 68, 70 (46 TMR 1192). 

In the case at bar, the intrinsic and objective circumstances, about 
which there can be no issue, establish respondents’ intent to appropriate in 
substantial part the name, good will and prestige of the petitioner and 
thereby tend to mislead and deceive the public. 

The application is accordingly granted to the extent of restraining 
respondents from using the name MASTERs in their business or any other 
simulation, derivation or approximation thereof, either alone or in con- 
junction with other words. 

Settle order. 


EDMUND GOSS et al. v. THE BIRNBAUM FURNITURE COMPANY 
No. 111,117— Conn. Super. Ct., Hartford Co. 


7.213—REMEDIES—UNFAIR COMPETITION—FALSE ADVERTISING 
A retailer’s advertising of a product for sale which it did not have in inventory 
or which it would not sell at the advertised price is an inaccurate and misleading 
statement regarding goods offered for sale and amounts to unfair competition. 


Action by Edmund Goss et al. v. The Birnbaum Furniture Company 
for unfair competition. Plaintiffs move for an injunction. Judgment for 
plaintiffs. 


CotTTer, J. The Baldwin Piano Company of Ohio manufactures and 
sells pianos throughout the United States, including the acrosonic piano, 
which it extensively promotes and advertises. Edmund Goss, doing busi- 
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ness as the Goss Piano Company, is the sole and exclusive licensed distrib- 
utor for the sale of BALDWIN and ACROSONIC pianos in the Hartford-New 
Britain area. These pianos have acquired a valuable reputation as musical 
instruments of excellence and have been extensively sold in the United 
States, including the Hartford-New Britain area, by virtue of such adver- 
tising and promotion. The Baldwin Company has expended as much as 
$278,500 on national advertising in one year, and in 1957 its net sales 
amounted to $27,000,000. The Goss Company also spends approximately 
$16,000 a year on newspaper advertising. Both enjoy the good will of 
the public. 

The Birnbaum Furniture Company operates a retail business in New 
Britain, drawing customers from a wide area beyond the confines of the 
city of New Britain. It operates as a discount house, doing a considerable 
amount of advertising over a broad range and attracting customers to its 
store by offering to sell all types of furniture, household appliances and 
other articles at reduced prices. One of the media it uses is “The Hartford 
Courant,” a Sunday and weekly newspaper with a large and extensive 
circulation. The defendant has placed advertisements in “The Hartford 
Courant” stating that it offers pianos which regularly sell within a certain 
price range at prices within a lower or reduced price range. It further 
recites in its offer that they are “Brand New, Fully Guaranteed, Famous 
Make, Standard Keyboard” pianos. In similar print below the much 
larger type, it states that it features a “big selection” of pianos and includes 
in the listing the BALDWIN-ACROSONIC; and in the same size type an enumer- 
ated list speaks of new and used pianos—“All Low, Low Anniversary 
Priced.” These advertisements also state that “Birnbaum’s Selection of 
Styles, Finishes and Makes is One of the Largest in America” and then 
list names of manufacturers, including Baldwin Acrosonic. In truth and 
in fact the defendant does not have such a selection of these pianos and 
at the time of trial it had only two ACROSONIC pianos in its store. Out of 
140 pianos sold in 1957, Birnbaum made only one fully completed sale of 
& BALDWIN ACROSONIC. It purchased its first BALDWIN in 1956 from a dealer 
in Fitchburg, Massachusetts, and three from a retail dealer in Brooklyn 
in 1957. It has acquired no other such pianos. On two of these pianos 
the defendant altered or removed the manufacturer’s serial numbers. Such 
numbers entitle the purchaser to a registered warranty issued by the 
Baldwin Piano Company of Ohio for a term of ten years from date of 
delivery. The serial number on the piano corresponds to the warranty 
registration record card issued by the manufacturer. Such alteration of 
the serial numbers would affect the manufacturer’s full warranty, since 
the manufacturer’s number would not tally with the retailer’s. The defen- 
dant’s salesmen disparaged the value, quality and construction of the 
pianos when shoppers sought to purchase them as advertised. 

This type of advertising on its face clearly attempts to attract buyers 
looking for a bargain, in the first instance, and others, in the second place, 
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who are interested in certain brands named. Persons who read such an 
advertisement would be clearly misled from the manner in which it is set 
up and printed unless they were thoroughly acquainted and experienced 
in analyzing and understanding such a scheme of merchandising or adver- 
tising layout. In many cases the ACROSONIC piano, at regular retail, sells 
for more than the regular price mentioned, and the defendant has been 
unwilling to sell such a piano at the highest price set forth under the 
reduced price range printed in the advertisement. This was admitted by 
Myron Birnbaum, vice president of the defendant corporation, in one 
instance where the range advertised was $397 to $599. He admitted he 
would not sell any one of the two pianos he had for $599. In attempting 
to buy such a piano, a shopper has been obliged to pay $889.95, which 
with certain taxes amounts to a gross price of $916.65. In one other case 
the complete price amounted to $695.25. 

The defendant is not forced to purchase and sell the goods of the 
Baldwin Piano Company. If it chooses to do so, it must act in a manner 
that will not injure the plaintiffs. In cases of this nature, involving unfair 
competition, the essence of the wrong usually concerns sale of one article 
for another or an attempt to palm off one for another; Standard Paint Co. 
v. Trinidad Asphalt Mfg. Co., 220 U.S. 446 (1 TMR 10) ; 52 Am. Jur. 565 
n. 16; Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 U.S. 118; but 
it has been held that the competitor is unfair if he puts a cut price upon 
goods “and at the same time [makes] statements regarding the goods so 
offered for sale which are inaccurate and misleading.” B.V.D. Co. v. 
Davega-City Radio, 16 F. Sup. 659, 662 (26 TMR 609); Cheney Bros. v. 
Gimbel Bros., 280 Fed. 746 (12 TMR 187). “An unfair competitor who 
appropriates good will, which has cost him nothing, is in a position to 
offer merchandise at attractive prices, thus securing an unfair advantage.” 
2 Nims, Unfair Competition & Trade-Marks (4th Ed.) p. 975, § 300. Price 
cutting is permitted to a retailer despite the fact it results in injury to 
a wholesaler or competitor. Doubleday, Doran & Co. v. R. H. Macy & Co., 
269 N.Y. 272 (25 TMR 655). But it is unfair competition to do so and 
at the same time make “statements regarding the goods so offered for sale 
which are inaccurate and misleading.” 

An injunction will accordingly issue, under penalty of $500, restrain- 
ing the defendant corporation from representing in any newspaper adver- 
tisement that it has BALDWIN ACROSONIC pianos for sale other than what 
it actually has in stock; and from advertising prices other than those it 
knows to be the true regular prices of such pianos; and from advertising 
or offering to sell such pianos at a price for which it will not in fact sell 
them; and from otherwise advertising in a deceptive and misleading way 
the true facts of its inventory and the prices at which it will sell such 
pianos to a customer. 





Vol. 49 T. M. R. DAWN DONUT CO. v. HART’S FOOD STORES 631 


DAWN DONUT COMPANY, INC. v. HART'S FOOD STORES, INC. et al. 
No. 108—C. A. 2—May 21, 1959—121 USPQ 430 


18.—LICENSES 

Controlled license does not work an abandonment of a licensed registration 
under the Lanham Act, although a system of naked licensing does. 

Absence of an express contractual right to inspect and supervise licensee’s 
operations in contracts providing that licensee use plaintiff’s mix as directed, does 
not signify that method of licensing failed to comply with Lanham Act require- 
ments, if plaintiff in fact exercised such control. 

7.15—REMEDIES—INFRINGEMENT—DEFENSES 

Standard for injunctive relief under Lanham Act against unauthorized con- 
current use of mark by another is likelihood of public confusion as to origin of 
the product in connection with which marks are used. Relief denied to registrant- 
plaintiff where no likelihood of public confusion arises from concurrent use of the 
mark in connection with retail sales in separate trading areas, and there is no 
present likelihood that plaintiff will expand retail use of mark into defendant’s 
market area. 

7.16—REMEDIES—INFRINGEMENT—EVIDENCE 

Continuous use by plaintiff of trademark at retail level negates abandonment 
of its federal registration rights in the defendant’s trading area despite failure to 
license the mark in said area for 30 odd years. 

That confusion is absent or unlikely is indicated by the fact that plaintiff 
required 3 years to learn of defendant’s retail use of mark, even though plaintiff 
was engaged in wholesale activities in defendant’s trading area; by plaintiff’s inac- 
tivity in said area in exploiting the mark by advertising directed at retail purchasers 
or by retail sales through authorized users; and by trend in the decreasing number 
of licensees authorized to use the mark. 

Failure to license or otherwise exploit mark at retail in the defendant’s trading 
area for some 30 years rebuts likelihood that plaintiff’s wholesale operations in said 
area will expand to the retail level. 

7.17—REMEDIES—INFRINGEMENT—LACHES 

Plaintiff is not estopped by reason of laches based upon knowledge by plain- 
tiff’s sales representative of defendant’s use of plaintiff’s mark, 4 years prior to 
commencement of suit, since it was not shown that plaintiff’s representative had at 
any time any duty to investigate whether unauthorized users were in effect using the 
mark; such knowledge as plaintiff’s representative had cannot be imputed to plain- 
tiff, absent any showing that he had at some time some duties to perform with 
respect to the transaction. 

7.125—REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 

Injunctive relief, available under Lanham Act against intrastate use by unau- 
thorized party of a registered mark, is within the necessary and proper power of 
Congress if the intrastate act is sufficiently substantial, and adverse to Congress’ 
paramount policy declared in the Act. 

7.126—REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—TERRITORIAL 
LIMITATIONS 

Defendant using plaintiff’s marks without knowledge of registration in retail 
sales in limited geographical area before plaintiff used the mark in that area is 
not entitled to exclude plaintiff from use of mark in that area, nor to use the mark 
concurrently once the plaintiff licenses or otherwise exploits the mark in connec- 
tion with retail sales in that area. Should plaintiff expand its retail activities into 
said area, plaintiff may enjoin defendant’s use of the mark upon appropriate appli- 
cation and showing to the District Court. 
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4.21—EFFECT OF REGISTRATION—PRINCIPAL REGISTER—NOTICE 
7.15—REMEDIES—INFRINGEMENT—DEFENSES 

Defense of good faith and lack of knowledge formerly available to one who 
without knowledge of a registration used the mark in a different trading area from 
that of the registrant, is eliminated by the Lanham Act in providing that a regis- 
tration is constructive notice of registrant’s claim of ownership, and in making 
the registration certificate evidence of registrant’s exclusive right to use the mark 
in commerce. 

%—STATE STATUTES 

Relief denied under New York General Business Law Section 368-C, providing 
for injunctive relief against trademark infringement to prevent dilution of dis- 
tinctive quality of a mark despite absence of competition or confusion, in absence 
of New York state registration of mark. 

Relief against concurrent use under New York common law is available only 
in case of mark which has well-established secondary meaning within the state, 
and is denied in the absence of evidence that use of mark by plaintiff in connection 
with retail sales within the state had come to mean to retail purchasers that the 
goods were made from plaintiff’s mixes. 

5.—CANCELLATION PROCEDURE—IN GENERAL 

If misuse of mark by plaintiff existed in sales at wholesale level to licensees 
selling at retail, cancellation should be limited to use of mark in connection with 
retail sales to consuming public. 


Action by Dawn Donut Company, Inc. v. Hart’s Food Stores, Inc. and 
Starhart Bakeries, Inc., for trademark infringement. Defendants counter- 
claim for cancellation of trademark registrations. Both parties appeal from 
District Court for Western District of New York from judgment dismissing 
complaint and counterclaim. Affirmed. 


Townsend F. Beaman, of Jackson, Michigan (Charles Shepard, of Roches- 
ter, New York, on the brief), for plaintiff. 


Justin L. Vigdor (MacFarlane, Harris, Martin, Kendall & Dutcher, on the 
brief), of Rochester, New York, for defendants. 


Before CLARK, Chief Judge, and Hincks and LUMBARD, Circuit Judges. 


LuMBARD, Circuit Judge. 

The principal question is whether the plaintiff, a wholesale distributor 
of doughnuts and other baked goods under its federally registered trade- 
marks DAWN and DAWN DOUGHNUT, is entitled under the provisions of the 
Lanham Trademark Act to enjoin the defendant from using the mark DAWN 
in connection with the retail sale of doughnuts and baked goods entirely 
within a six county area of New York State surrounding the city of 
Rochester. The primary difficulty arises from the fact that although plain- 
tiff licenses purchasers of its mixes to use its trademarks in connection with 
the retail sales of food products made from the mixes, it has not licensed 
or otherwise exploited the mark at the retail level in defendant’s market 
area for some thirty years. 

We hold that because no likelihood of public confusion arises from the 
coneurrent use of the mark in connection with retail sales of doughnuts 
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and other baked goods in separate trading areas, and because there is no 
present likelihood that plaintiff will expand its retail use of the mark into 
defendant’s market area, plaintiff is not now entitled to any relief under 
the Lanham Act, 15 U.S.C. § 1114. Accordingly, we affirm the district 
court’s dismissal of plaintiff’s complaint. 

This is not to say that the defendant has acquired any permanent 
right to use the mark in its trading area. On the contrary, we hold that 
because of the effect of the constructive notice provision of the Lanham 
Act, should the plaintiff expand its retail activities into the six county area, 
upon a proper application and showing to the district court, it may enjoin 
defendant’s use of the mark. 

With respect to defendant’s counterclaim to cancel plaintiff’s registra- 
tion on the ground that its method of licensing its trademarks violates the 
Lanham Act, a majority of the court holds that the district court’s dismissal 
of defendant’s counterclaim should be affirmed. They conclude that the 
district court’s finding that the plaintiff exercised the degree of control over 
the nature and quality of the products sold by its licensees required by the 
Act was not clearly erroneous, particularly in view of the fact that the 
defendant had the burden of proving its claim for cancellation. I dissent 
from this conclusion because neither the finding of the trial judge nor the 
undisputed evidence in the record indicates the extent of supervision and 
control actually exercised by the plaintiff. 

We are presented here with cross-appeals from a judgment entered by 
the District Court for the Western District of New York dismissing both 
plaintiff's complaint for infringement of its federally registered trade- 
marks and defendant’s counterclaim to cancel plaintiff’s federal registra- 
tions. 

Plaintiff, Dawn Doughnut Co., Inc., of Jackson, Michigan since June 1, 
1922 has continuously used the trademark DAWN upon 25 to 100 pound 
bags of doughnut mix which it sells to bakers in various states, including 
New York, and since 1935 it has similarly marketed a line of sweet dough 
mixes for use in the baking of coffee cakes, cinnamon rolls and oven goods 
in general under that mark. In 1950 cake mixes were added to the com- 
pany’s line of products. Dawn’s sales representatives call upon bakers to 
solicit orders for mixes and the orders obtained are filled by shipment to 
the purchaser either directly from plaintiff's Jackson, Michigan plant, 
where the mixes are manufactured, or from a local warehouse within the 
customer’s state. For some years plaintiff maintained a warehouse in 
Jamestown, New York, from which shipments were made, but sometime 
prior to the commencement of this suit in 1954 it discontinued this ware- 
house and has since then shipped its mixes to its New York customers 
directly from Michigan. 

Plaintiff furnishes certain buyers of its mixes, principally those who 
agree to become exclusive Dawn Doughnut Shops, with advertising and 
packaging material bearing the trademark DAWN and permits these bakers 
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to sell goods made from the mixes to the consuming public under that trade- 
mark. These display materials are supplied either as a courtesy or at a 
moderate price apparently to stimulate and promote the sale of plaintiff’s 
mixes. 

The district court found that with the exception of one Dawn Dough- 
nut Shop operated in the city of Rochester, New York during 1926-27, 
plaintiff’s licensing of its mark in connection with the retail sale of dough- 
nuts in the state of New York has been confined to areas not less than 60 
miles from defendant’s trading area. The court also found that for the 
past eighteen years plaintiff’s present New York state representative has, 
without interruption, made regular calls upon bakers in the city of 
Rochester, N. Y., and in neighboring towns and cities, soliciting orders for 
plaintiff’s mixes and that throughout this period orders have been filled 
and shipments made of plaintiff’s mixes from Jackson, Michigan into the 
city of Rochester. But it does not appear that any of these purchasers of 
plaintiff’s mixes employed the plaintiff’s mark in connection with retail 
sales. 

The defendant, Hart Food Stores, Ine., owns and operates a retail 
grocery chain within the New York counties of Monroe, Wayne, Livingston, 
Genesee, Ontario and Wyoming. The products of defendant’s bakery, 
Starhart Bakeries, Inc., a New York corporation of which it is the sole 
stockholder, are distributed through these stores, thus confining the dis- 
tribution of defendant’s product to an area within a 45-mile radius of 
Rochester. Its advertising of doughnuts and other baked products over 
television and radio and in newspapers is also limited to this area. Defen- 
dant’s bakery corporation was formed on April 13, 1951 and first used the 
imprint DAWN in packaging its products on August 30, 1951. The district 
court found that the defendant adopted the mark DAWN without any actual 
knowledge of plaintiff’s use or federal registration of the mark, sclecting 
it largely because of a slogan BAKED AT MIDNIGHT, DELIVERED AT DAWN which 
was originated by defendant’s president and used by defendant in its 
bakery operations from 1929 to 1935. Defendant’s president testified, how- 
ever, that no investigation was made prior to the adoption of the mark to 
see if anyone else was employing it. Plaintiff’s marks were registered fed- 
erally in 1927, and their registration was renewed in 1947. Therefore by 
virtue of the Lanham Act, 15 U.S.C. § 1072, the defendant had constructive 
notice of plaintiff’s marks as of July 5, 1947, the effective date of the Act. 

Defendant does not contest the similarity of the marks.’ Its principal 
contention is that because plaintiff has failed to exploit the mark pawn for 
some thirty years at the retail level in the Rochester trading area, plaintiff 
should not be accorded the exclusive right to use the mark in this area. 





1. All of plaintiff’s packaging is stamped with the mark DAWN DOUGHNUTS. All 
of defendant’s packaging bears the imprint DAWN FINE PASTRIES with the kind and 
quantity of the particular pastry stamped thereon in different type. The registration 
STARHART BAKERIES, ROCHESTER, N. Y. also appears, in small type, on defendant’s 
packaging. 
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We reject this contention as inconsistent with the scope of protection 
afforded a federal registrant by the Lanham Act. 

Prior to the passage of the Lanham Act courts generally held that the 
owner of a registered trademark could not sustain an action for infringe- 
ment against another who, without knowledge of the registration, used the 
mark in a different trading area from that exploited by the registrant so 
that public confusion was unlikely. Hanover Star Milling Co. v. Metcalf, 
240 U.S. 403 (6 TMR 149) (1916); ef. White Tower System, Inc. v. White 
Castle System of Eating Houses Corporation, 90 F.2d 67, 33 USPQ 573 (27 
TMR 600) (6 Cir. 1937), cert. denied, 302 U.S. 720 (1937) ; Note, Develop- 
ments in the Law of Trademarks and Unfair Competition, 68 Harv. L. Rev. 
814, 857-858 (1955). By being the first to adopt a mark in an area without 
knowledge of its prior registration, a junior user of a mark could gain 
the right to exploit the mark exclusively in that market. 

But the Lanham Act, 15 U.S.C. § 1072, provides that registration of a 
trademark on the principal register is constructive notice of the registrants 
claim of ownership. Thus, by eliminating the defense of good faith and 
lack of knowledge, § 1072 affords nationwide protection to registered marks, 
regardless of the areas in which the registrant actually uses the mark. 
Sterling Brewers, Inc. v. Cold Spring Brewing Corp., 100 F.Supp. 412, 418, 
90 USPQ 242, 246-247 (41 TMR 990) (D. Mass. 1951), modified on rehear- 
ing, 92 USPQ 37 (42 TMR 106) (D. Mass. 1952) ; Roberts, Commentary on 
the Lanham Trademark Act, 15 U.S.C.A. pp. 272, 280; Amdur, Trademark 
Law and Practice (1948) pp. 332-333; Note, Developments in the Law of 
Trademarks and Unfair Competition, 68 Harv. L. Rev. 814, 828, 859; Note, 
100 U. Pa. L. Rev. 1075 (1952); Note, 21 St. John’s L. Rev. 209, 220-221 
(1947) ; Van Valkenburg, The New Trademark Law, 20 Rocky Mt. L. Rev. 
76, 80 (1947). 

That such is the purpose of Congress is further evidenced by 15 U.S.C. 
§§ 1115(a) and (b) which make the certificate of registration evidence of 
the registrant’s “exclusive right to use the mark in commerce.” ? “Com- 
merce” is defined in 15 U.S.C. § 1127 to include all the commerce which 
may lawfully be regulated by Congress. These two provisions of the 
Lanham Act make it plain that the fact that the defendant employed 
the mark DAWN, without actual knowledge of plaintiff’s registration, at the 
retail level in a limited geographical area of New York state before the 
plaintiff used the mark in that market, does not entitle it either to exclude 
the plaintiff from using the mark in that area or to use the mark concur- 
rently once the plaintiff licenses the mark or otherwise exploits it in connec- 
tion with retail sales in the area. 

Plaintiff’s failure to license its trademarks in defendant’s trading area 
during the thirty odd years that have elapsed since it licensed them to a 











2. 
“prima facie” evidence of the right of exclusive use and 15 U.S.C. §1115(b) provides 
that if the mark has become incontestable, see 15 U.S.C. § 1065, the certificate shall 
be “conclusive” evidence of the right. 
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Rochester baker does not work an abandonment of the rights in that area. 
We hold that 15 U.S.C. § 1127, which provides for abandonment in certain 
cases of nonuse,*® applies only when the registrant fails to use his mark, 
within the meaning of § 1127, anywhere in the nation. Since the Lanham 
Act affords a registrant nationwide protection, a contrary holding would 
create an insoluble problem of measuring the geographical extent of the 
abandonment. Even prior to the passage of the Lanham Act, when trade- 
mark protection flowed from state law and therefore depended on use 
within the state, no case, as far as we have been able to ascertain, held 
that a trademark owner abandoned his rights within only part of a state 
because of his failure to use the mark in that part of the state. Cf. Jacobs 
v. lodent Chemical Co., 41 F.2d 637, 5 USPQ 138 (3 Cir. 1930). 

Accordingly, since plaintiff has used its trademark continuously at the 
retail level, it has not abandoned its federal registration rights even in 
defendant’s trading area. 

We reject defendant’s further claim that plaintiff is prevented by 
laches from enjoining defendant’s use of the mark DAWN upon doughnuts 
and other baked and fried goods. Defendant argues that plaintiff’s New 
York sales representative, one Jesse Cohn, who also represented several 
other companies besides plaintiff, called upon defendant on a monthly 
basis, and that about four years prior to the commencement of this law 
suit he observed boxes bearing the label DAWN on the desk of one Jack 
Solomon, defendant’s bakery manager. At the trial Cohn denied that he 
ever saw any packaging in defendant’s bakery for baked and fried goods 
bearing the label DAwN, although he admitted seeing some packages for 
other food products in defendant’s bakery bearing the mark DAWN. The 
district court held that since Cohn’s contacts with the defendant were on 
behalf of the companies other than the plaintiff the knowledge of Cohn 
would not be imputed. We agree with the district court’s conclusion. 

The defendant, by raising the defense of laches, asserts that plaintiff, 
or because the plaintiff is a corporation, those corporate officers of the 
plaintiff responsible for instituting legal proceedings against unauthorized 
users of plaintiff’s trademark, forbore from initiating any proceedings 
against the defendant when they knew or should have known of its use 
of plaintiff’s mark, and thus allowed the defendant to expand its efforts 
to develop the mark in a false atmosphere of security. But since it is not 
shown that plaintiff’s New York sales representative Cohn at any time had 
any duty to investigate whether bakers, such as the defendant, who did 





3. 15 U.S.C. § 1127 provides: “A mark shall be deemed to be ‘abandoned’— 

“(a) When its use has been discontinued with intent not to resume. Intent not 
to resume may be inferred from circumstances. Nonuse for two consecutive years shall 
be prima facie abandonment. 

“(b) When any course of conduct of the registrant, including acts of omission as 
well as commission, causes the mark to lose its significance as an indication of origin.” 





Vol. 49 T. M.R. DAWN DONUT CO. v. HART’S FOOD STORES 637 








not purchase mixes from the plaintiff and who were not authorized to use 
its trademark, were in fact using the mark, his knowledge of defendant’s 
use, whatever it may actually have been, cannot be imputed to the plaintiff. 
In order to impute an agent’s knowledge to a principal in a particular 
transaction, it must be shown that the agent at sometime had some duties 
to perform on behalf of the principal with respect to the transaction, 
although the agent need not have acquired his knowledge in connection 


with those duties. Restatement of Agency 2d, § 272 and appendix to § 272 


at p. 450. The plaintiff is therefore not estopped by reason of laches from 
enforcing its exclusive right to use its registered trademarks in defendant’s 
trading area. 

Accordingly, we turn to the question of whether on this record plaintiff 
has made a sufficient showing to warrant the issuance of an injunction 
against defendant’s use of the mark DAWN in a trading area in which the 
plaintiff has for thirty years failed to employ its registered mark. 

The Lanham Act, 15 U.S.C. § 1114, sets out the standard for awarding 
a registrant relief against the unauthorized use of his mark by another. 
It provides that the registrant may enjoin only that concurrent use which 
creates a likelihood of public confusion as to the origin of the products in 
connection with which the marks are used. Therefore if the use of the 
marks by the registrant and the unauthorized user are confined to two 
sufficiently distinct and geographically separate markets, with no likelihood 
that the registrant will expand his use into defendant’s market,* so that 
no public confusion is possible, then the registrant is not entitled to enjoin 
the junior user’s use of the mark. See Fairway Foods, Inc. v. Fairway 
Markets, Inc., 227 F.2d 193, 107 USPQ 253 (46 TMR 94) (9 Cir. 1955) ; 
Note, Developments in the Law of Trademarks and Unfair Competition, 
68 Harv. L. Rev. 814, 857-60 (1955); ef. Sterling Brewers, Inc. v. Cold 
Springs Brewing Corp., supra. 

As long as plaintiff and defendant confine their use of the mark DAWN 
in connection with the retail sale of baked goods to their present separate 
trading areas it is clear that no public confusion is likely. 

The district court took note of what it deemed common knowledge, that 
“retail purchasers of baked goods, because of the perishable nature of 








4. To sustain a claim for injunctive relief, the plaintiff need not show that the 
marks are actually being used concurrently in the same trading area. Since the statu- 
tory standard for the invocation of injunctive relief is the likelihood of confusion, it 
is enough that expansion by the registrant into the defendant’s market is likely in the 
normal course of its business. Even prior to the passage of the Lanham Act the 
courts held that the second user of a mark was not entitled to exclude the registered 
owner of the mark from using it in a territory which the latter would probably reach 
in the normal expansion of his business. See Hanover Star Milling Co. v. Metcalf, 240 
U.S. 403 (6 TMR 149) (1916); White Tower System, Inc. v. White Castle System of 
Eating Houses Corporation, 90 F.2d 67, 33 USPQ 57 (27 TMR 600) (6 Cir. 1937), 
cert. denied, 302 U.S. 720 (1937); Note, 68 Harv. L. Rev. 814, 857 (1955). Certainly, 
under the Lanham Act, evincing a congressional purpose to afford a registrant nation- 
wide protection, the subsequent user is not entitled to any greater immunity. 
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such goods, usually make such purchases reasonably close to their homes, 
say within about 25 miles, and retail purchases of such goods beyond that 
distance are for all practical considerations negligible.” No objection is 
made to this finding and nothing appears in the record which contradicts 
it as applied to this case. 

Moreover, we note that it took plaintiff three years to learn of defen- 
dant’s use of the mark and bring this suit, even though the plaintiff was 
doing some wholesale business in the Rochester area. This is a strong indi- 
cation that no confusion arose or is likely to arise either from concurrent 
use of the marks at the retail level in geographically separate trading areas 
or from its concurrent use at different market levels, viz. retail and whole- 
sale in the same area. 

The decisive question then is whether plaintiff’s use of the mark DAWN 
at the retail level is likely to be confined to its current area of use or 
whether in the normal course of its business, it is likely to expand the retail 
use of the mark into defendant’s trading area. If such expansion were 
probable, then the concurrent use of the marks would give rise to the con- 
clusion that there was a likelihood of confusion. 

The district court found that in view of the plaintiff’s inactivity for 
about thirty years in exploiting its trademarks in defendant’s trading area 
at the retail level either by advertising directed at retail purchasers or by 
retail sales through authorized licensed users, there was no reasonable 
expectation that plaintiff would extend its retail operations into defendant’s 
trading area. There is ample evidence in the record to support this conclu- 
sion and we cannot say that it is clearly erroneous. 

We note not only that plaintiff has failed to license its mark at the 
retail level in defendant’s trading area for a substantial period of time, but 
also that the trend of plaintiff’s business manifests a striking decrease in 
the number of licensees employing its mark at the retail level in New York 
state and throughout the country. In the 1922-1930 period plaintiff had 
75 to 80 licensees across the country with 11 located in New York. At the 
time of the trial plaintiff listed only 16 active licensees not one of which 
was located in New York.°® 

The normal likelihood that plaintiff’s wholesale operations in the 
Rochester area would expand to the retail level is fully rebutted and over- 
come by the decisive fact that plaintiff has in fact not licensed or other- 
wise exploited its mark at retail in the area for some thirty years. 

Accordingly, because plaintiff and defendant use the mark in connec- 
tion with retail sales in distinct and separate markets and because there is 
no present prospect that plaintiff will expand its use of the mark at the 
retail level into defendant’s trading area, we conclude that there is no 
likelihood of publie confusion arising from the concurrent use of the marks 
and therefore the issuance of an injunction is not warranted. A fortiori 





5. One bakery shop, located in Potsdam, N. Y., which is approximately 200 miles 
from Rochester, applied for a license franchise after the commencement of this litigation. 
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plaintiff is not entitled to any accounting or damages. However, because 
of the effect we have attributed to the constructive notice provision of the 
Lanham Act, the plaintiff may later, upon a proper showing of an intent to 
use the mark at the retail level in defendant’s market area, be entitled to 
enjoin defendant’s use of the mark. 

Since we have held that upon a proper subsequent showing the plain- 
tiff may be entitled to injunctive relief, it is appropriate that we answer 
here the defendant’s argument that such relief is beyond the constitutional 
reach of Congress because the defendant uses the mark only in intrastate 
commerce. Clearly Congress has the power under the commerce clause to 
afford protection to marks used in interstate commerce. That being so, 
the only relevant question is whether the intrastate activity forbidden by 
the Act is “sufficiently substantial and adverse to Congress’ paramount 
policy declared in the Act. * * *” Mandeville Farms, Inc. vy. American 
Crystal Sugar Co., 334 U.S. 219, 234 (1948). The answer to such an inquiry 
seems plain in this case. If a registrant’s right to employ its trademark 
were subject within every state’s borders to preemption or concurrent use 
by local business, the protection afforded a registrant by the Lanham Act 
would be rendered virtually meaningless. Therefore we think it is within 
Congress’ “necessary and proper” power to preclude a local intrastate user 
from acquiring any right to use the same mark. See Lorain Journal Co. v. 
United States, 342 U.S. 143, 152 (1951) ; Wickard v. Filburn, 317 U.S. 111 
(1942) ; ef. also, Lyon v. Quality Courts United, Inc., 249 F.2d 790, 795, 
115 USPQ 300, 303 (48 TMR 477) (6 Cir. 1957) ; Iowa Farmers Union v. 
Farmers’ Educational & Coop. Union, 247 F.2d 809, 815-816, 114 USPQ 
382, 387 (47 TMR 1492) (8 Cir. 1957) ; Pure Foods, Inc. v. Minute Maid 
Corp., 214 F.2d 792, 795-6, 102 USPQ 281, 283 (44 TMR 1408) (5 Cir. 
1954). 

Plaintiff also asserts a right to injunctive relief based upon state law. 
Plaintiff maintains that under the law of New York injunctive relief against 
trademark infringement has been granted to prevent the likelihood of dilu- 
tion of the distinctive quality of the trademark, even in the absence of 
competition and confusion. Judge Weinfeld has said that the underlying 
rationale of this so-called dilution doctrine “is that the gradual diminution 
or whittling away of the value of a trademark, resulting from extensive use 
by another of a mark identical or similar to that of the senior user, consti- 
tutes an invasion of the senior user’s property right in his trademark and 
gives right to actionable wrong. The wrong, under this theory, is not depen- 
dent upon a showing of competitive relationship of the products or the 
likelihood of confusion.” G. B. Kent & Sons, Limited v. P. Lorillard Co., 
114 F.Supp. 621, 630, 98 USPQ 404, 411 (44 TMR 153) (S.D.N.Y. 1953), 
aff’d per curiam, 210 F.2d 953, 101 USPQ 161 (44 TMR 676) (2 Cir. 1954). 

Section 368-C of New York’s General Business Law may provide relief 
against dilution of a trademark but plaintiff has not registered its mark 
in New York and the first sentence of § 368-C limits protection therein pro- 
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vided to owners of marks registered under New York law. Plaintiff is 
therefore remitted to his common law rights. Section 368-D of the General 
Business Law. 

Although at common law New York courts on occasion have granted 
injunctive relief in the absence of direct competition, plaintiff has cited 
us no New York case which has awarded such relief in a situation com- 
parable to the one presented here. We think that most of the New York 
decisions which may appear to afford such protection may be distinguished 
for the reasons advanced in G. B. Kent & Sons, Limited v. P. Lorillard Co., 
supra at pp. 630-631, 98 USPQ at 411 (44 TMR at 164). 

But even if New York common law afforded trademarks protection 
from the mere fact of concurrent use by another, such relief would be 
provided only in the case of a mark which has a well established secondary 
meaning with the consuming public within the state. Cf. Tiffany & Co. v. 
Tiffany Productions, Inc., 147 Mise. 679 (23 TMR 1), aff’d 237 App. Div. 
801 (23 TMR 117) (1 Dept. 1932), aff’d 262 N.Y. 482 (1938). See also Food 
Fair Stores, Inc. v. Food Fair, Inc., 177 F.2d 177, 185, 83 USPQ 14, 19-20 
(39 TMR 894) (1 Cir. 1951). Here plaintiff has failed to introduce any 
evidence that the use of its mark in connection with retail sales had come 
to mean to retail purchasers in the Rochester area or in any part of New 
York State that the goods were made from its mixes. Accordingly, we find 
no basis for affording plaintiff injunctive relief at this time. 

The final issue presented is raised by defendant’s appeal from ‘the dis- 
missal of its counterclaim for cancellation of plaintiff’s registration on the 
ground that the plaintiff failed to exercise the control required by the 
Lanham Act over the nature and quality of the goods sold by its licensees. 

We are all agreed that the Lanham Act places an affirmative duty 
upon a licensor of a registered trademark to take reasonable measures to 
detect and prevent misleading uses of his mark by his licensees or suffer 
cancellation of his federal registration. The Act, 15 U.S.C. § 1064, provides 
that a trademark registration may be cancelled because the trademark has 
been “abandoned.” And “abandoned” is defined in 15 U.S.C. § 1127 to 
include any act or omission by the registrant which causes the trademark 
to lose its significance as an indication of origin. 

Prior to the passage of the Lanham Act many courts took the position 
that the licensing of a trademark separately from the business in connection 
with which it had been used worked an abandonment. Reddy Kilowatt, 
Inc. v. Mid-Carolina Electric Cooperative, Inc., 240 F.2d 282, 289, 112 
USPQ 194, 199 (47 TMR 241) (4 Cir. 1957) ; American Broadcasting Co. 
v. Wahl Co., 121 F.2d 412, 413, 50 USPQ 156, 157 (31 TMR 237) (2 Cir. 
1941) ; Everett O. Fisk v. Fisk Teachers’ Agency, Inc., 3 F.2d 7, 9 (15 TMR 
147) (8 Cir. 1924). The theory of these cases was that: 


“A trademark is intended to identify the goods of the owner and 
to safeguard his good will. The designation if employed by a person 
other than the one whose business it serves to identify would be mis- 
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leading. Consequently a right to the use of a trademark or a trade 
name cannot be transterred in gross.” American Broadcasting Co. V. 
Wahl Co., supra at 413, 50 USPQ at 157 (31 TMR at 238). 


Other courts were somewhat more liberal and held that a trademark 
could be licensed separately from the business in connection with which 
it had been used provided that the licensor retained control over the quality 
of the goods produced by the licensee. E. J. duPont de Nemours & Co. v. 
Celanese Corporation of America, 167 F.2d 484, 77 USPQ 364 (38 TMR 
666) (CCPA 1948) ; see also 3 A.L.R. 2d 1226, 1277-1282 (1949) and cases 
there cited. But even in the DuPont case the court was careful to point 
out that naked licensing, viz. the grant of licenses without the retention 
of control, was invalid. E. J. duPont de Nemours & Co. v. Celanese Corpo- 
ration of America, supra at 489, 77 USPQ at 368 (38 TMR at 672). 

The Lanham Act clearly carries forward the view of these latter cases 
that controlled licensing does not work an abandonment of the licensor’s 
registration, while a system of naked licensing does. 15 U.S.C. § 1055 
provides : 


“Where a registered mark or a mark sought to be registered is or 
may be used legitimately by related companies, such use shall inure to 
the benefit of the registrant or applicant for registration, and such 
use shall not affect the validity of such mark or of its registration, 
provided such mark is not used in such manner as to deceive the 
public.” 


And 15 U.S.C. § 1127 defines “related company” to mean “any person who 
legitimately controls or is controlled by the registrant or applicant for 
registration in respect to the nature and quality of the goods or services in 
connection with which the mark is used.” 

Without the requirement of control, the right of a trademark owner 
to license his mark separately from the business in connection with which 
it has been used would create the danger that products bearing the same 
trademark might be of diverse qualities. See American Broadcasting Co. v. 
Wahl Co., supra; Everett O. Fisk v. Fisk Teachers’ Agency, Inc., supra. If 
the licensor is not compelled to take some reasonable steps to prevent mis- 
uses of his trademark in the hands of others the public will be deprived of 
its most effective protection against misleading uses of a trademark. The 
public is hardly in a position to uncover deceptive uses of a trademark 
before they occur and will be at best slow to detect them after they happen. 
Thus, unless the licensor exercises supervision and control over the opera- 
tions of its licensees the risk that the public will be unwittingly deceived 
will be increased and this is precisely what the Act is in part designed to 
prevent. See Sen. Report No. 1333, 79th Cong., 2d Sess. (1946). Clearly 
the only effective way to protect the public where a trademark is used by 
licensees is to place on the licensor the affirmative duty of policing in a 
reasonable manner the activities of his licensees. 
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The critical question on these facts therefore is whether the plaintiff 
sufficiently policed and inspected its licensees’ operations to guarantee the 
quality of the products they sold under its trademarks to the public. The 
trial court found that: “By reason of its contacts with its licensees, plain- 
tiff exercised legitimate control over the nature and quality of the food 
products on which plaintiff’s licensees used the trademark Dawn. Plaintiff 
and its licensees are related companies within the meaning of Section 45 
of the Trademark Act of 1946.” It is the position of the majority of this 
court that the trial judge has the same leeway in determining what con- 
stitutes a reasonable degree of supervision and control over licensees under 
the facts and circumstances of the particular case as he has on other ques- 
tions of fact; and particularly because it is the defendant who has the 
burden of proof on this issue they hold the lower court’s finding not clearly 
erroneous. 

I dissent from the conclusion of the majority that the district court’s 
findings are not clearly erroneous because (1) while it is true that the 
trial judge must be given some discretion in determining what constitutes 
reasonable supervision of licensees under the Lanham Act, it is also true 
that an appellate court ought not to accept the conclusions of the district 
court unless they are supported by findings of sufficient facts. It seems to 
me that the only findings of the district judge regarding supervision are 
in such general and conclusory terms as to be meaningless. In the absence 
of supporting findings or of undisputed evidence in the record indicating 
the kind of supervision and inspection the plaintiff actually made of its 
licensees, it is impossible for us to pass upon whether there was such super- 
vision as to satisfy the statute. There was evidence before the district court 
in the matter of supervision, and more detailed findings thereon should 
have been made. 

Plaintiff’s licensees fall into two classes: (1) those bakers with whom 
it made written contracts providing that the baker purchase exclusively 
plaintiff’s mixes and requiring him to adhere to plaintiff’s directions in 
using the mixes; and (2) those bakers whom plaintiff permitted to sell at 
retail under the DAWN label doughnuts and other baked goods made from 
its mixes although there was no written agreement governing the quality 
of the foods sold under the DAWN mark.® 








6. On ecross-examination plaintiff’s president conceded that during 1949 and 1950 
the company in some instances, the number of which is not made clear by his testi- 
mony, distributed its advertising and packaging material to bakers with whom it had 
not reached any agreement relating to the quality of the goods sold in packages bear- 
ing the name DAWN. It also appears from plaintiff’s list of the 16 bakers who were 
operating as exclusive Dawn shops at the time of the trial that plaintiff’s contract 
with 3 of these shops had expired and had not been renewed and that in the case of 
2 other such shops the contract had been renewed only after a substantial period of 
time had elapsed since the expiration of the original agreement. The record indicates 
that these latter 2 bakers continued to operate under the name DAWN and purchase 
DAWN mixes during the period following the expiration of their respective franchise 
agreements with the plaintiff. Particularly damaging to plaintiff is the fact that one 
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The contracts that plaintiff did conclude, although they provided that 
the purchaser use the mix as directed and without adulteration, failed to 
provide for any system of inspection and control. Without such a system 
plaintiff could not know whether these bakers were adhering to its standards 
in using the mix or indeed whether they were selling only products made 
from Dawn mixes under the trademark Dawn. 

The absence, however, of an express contract right to inspect and 
supervise a licensee’s operations does not mean that the plaintiff’s method 
of licensing failed to comply with the requirements of the Lanham Act. 
Plaintiff may in fact have exercised control in spite of the absence of any 
express grant by licensees of the right to inspect and supervise. 

The question then, with respect to both plaintiff’s contract and non- 
contract licensees, is whether the plaintiff in fact exercised sufficient 
control. 

Here the only evidence in the record relating to the actual supervision 
of licensees by plaintiff consists of the testimony of two of plaintiff’s local 
sales representatives that they regularly visited their particular customers 
and the further testimony of one of them, Jesse Cohn, the plaintiff's New 
York representative, that “in many cases” he did have an opportunity to 
inspect and observe the operations of his customers. The record does not 
indicate whether plaintiff’s other sales representatives made any similar 
efforts to observe the operations of licensees. 

Moreover, Cohn’s testimony fails to make clear the nature of the 
inspection he made or how often he made one. His testimony indicates that 
his opportunity to observe a licensee’s operations was limited to “those 
cases where I am able to get into the shop” and even casts some doubt on 
whether he actually had sufficient technical knowledge in the use of plain- 
tiff’s mix to make an adequate inspection of a licensee’s operations. 

The fact that it was Cohn who failed to report the defendant’s use of 
mark DAWN to the plaintiff casts still further doubt about the extent of the 
supervision Cohn exercised over the operations of plaintiff's New York 
licensees. 

Thus I do not believe that we can fairly determine on this record 
whether plaintiff subjected its licensees to periodic and thorough inspec- 
tions by trained personnel or whether its policing consisted only of chance, 
cursory examinations of licensees’ operations by technically untrained 
salesmen. The latter system of inspection hardly constitutes a sufficient 
program of supervision to satisfy the requirements of the Act. 

Therefore it is appropriate to remand the counterclaim for more 
extensive findings on the relevant issues rather than hazard a determination 
on this incomplete and uncertain record. I would direct the district court 





of the 2 bakers whose franchise contracts plaintiff allowed to lapse for a substantial 
period of time has also been permitted by plaintiff to sell doughnuts made from a mix 
other than plaintiff’s in packaging labeled with plaintiff’s trademark. 
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to order the cancellation of plaintiff’s registrations if it should find that 
the plaintiff did not adequately police the operations of its licensees. 

But unless the district court finds some evidence of misuse of the 
mark by plaintiff in its sales of mixes to bakers at the wholesale level, the 
cancellation of plaintiff’s registration should be limited to the use of the 
mark in connection with sale of the finished food products to the consuming 
public. Such a limited cancellation is within the power of the court. Sec- 
tion 1119 of 15 U.S.C. specifically provides that “In any action involving 
a registered mark the court may * * * order cancellation of registrations in 
whole or in part, * * *” Moreover, partial cancellation is consistent with 
§1051(a)(1) of 15 U.S.C., governing the initial registration of trade- 
marks which requires the applicant to specify “the goods in connection 
with which the mark is used and the manner in which the mark is used 
in connection with such goods * * *” 

The district court’s denial of an injunction restraining defendant’s 
use of the mark DAWN on baked and fried goods and its dismissal of defen- 
dant’s counterclaim are affirmed. 





NATIONAL MOTOR BEARING COMPANY, INC. v. JAMES-POND-CLARK 
(Assignor to LOYOLA UNIVERSITY FOUNDATION) 


Appl. No. 6343 —C.C.P.A. — April 28, 1959 —121 USPQ 515 


3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Registration by others of marks having a similar feature on like products is 
evidence tending to show suggestiveness of the feature; evidence of third party 
usage of such a feature has an even greater tendency to weaken an opposer’s mark, 
indicating conditioning of the public mind to the common feature and decreasing 
likelihood of confusion. 

Third party registrations are not evidence of present usage of particular marks. 
Usage must be independently established. 

Significance of evidence of third party registrations depends inter alia upon 
similarity of such third party marks and products to opposer’s marks and products. 

Third party marks which do not display opposer’s pictorial representation, but 
use equivalent word applied to similar goods are accorded but little weight. 

Absence of publication under Section 12(c) or cancellation under Section 8 
of Lanham Act does not negate effect of third party registrations in establishing 
weakness of opposer’s mark. 

Court will not ignore fact that merchandise is offered, not to public at large 
but to discriminating purchasers, generally less likely to be confused. 

2.30—REGISTRABILITY—SUGGESTIVE MARKS 

Where a party uses a weak mark, his competitors may come closer to his 
mark than would be the case with a strong mark. 

Pictorial representation of an animal (seal) whose common name is identical 
to the name of the product with which it is associated renders such mark anything 
but arbitrary. 


Opposition proceeding No. 31,790 by National Motor Bearing Co., Inc. 
v. James-Pond-Clark (assignor to Loyola University Foundation), applica- 
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tion Serial No. 587,335, filed November 4, 1949. Opposer appeals from 
decision of Commissioner of Patents dismissing opposition. Affirmed. 
Worley, Judge, concurring with opinion. 

Case below reported at 47 TMR 80. 


A. Donham Owen, of San Francisco, California (James Atkins and Russell 
L. Law, of Washington, D. C., of counsel), for opposer-appellant. 


Casimir A. Miketta, of Los Angeles, California (E. E. Greigg, of Wash- 
ington, D. C., of counsel), for applicant-appellee. 


Before O’CoNNELL, Acting Chief Judge, and Wor.Ley, Ricu, and Martin, 
Associate Judges |original argument before JouNson, Chief Judge, 
and O’CONNELL, WorRLEy, Ricu, and Jackson (retired), Associate 
Judges]. 


MARTIN, Judge. 

This case was originally argued on March 6, 1958, and an opinion was 
thereafter rendered by the court on May 2, 1958. A petition for rehearing 
was subsequently filed by the opposer-appellant and the case was reargued 
on November 10, 1958. Pursuant to such argument and the additional 
memoranda filed by the parties, the opinion of May 2, 1958 is hereby with- 
drawn, and the following opinion is substituted therefor: 

The appeal was taken in an opposition proceeding from the decision 
of the Commissioner of Patents, acting through the Assistant Commis- 
sioner, 110 USPQ 554 (47 TMR 80), reversing the decision of the Exam- 
iner of Interferences sustaining the opposition. 

Applicant (the appellee herein) has applied for registration on the 
principal register of its mark CIRCLE SEAL, accompanied by a pictorial 
representation (in caricature) of a sea lion or seal with a ring around its 
neck, for “Check Valves, Relief Valves, Shuttle Valves, Flow Control 
Valves, Restrictor Valves, Selector Valves,” asserting use since December 
30, 1947. Registration is opposed by the owner of two registrations, one’ 
for a mark consisting of a pictorial representation of a sea lion or seal 
with a ring balanced on its nose, and the other? for the same mark as the 
first except that the words NATIONAL and WHEREVER SHAFTS MOVE circum- 
scribe the pictorial representation with the “O” of NATIONAL constituting 
the ring balanced on the seal’s nose. Each of opposer’s registrations recites 
use since April 25, 1934, with respect to goods identified as 


* * * Grease and oil retainers of the friction type used to seal the 
space between a housing and a rotating or reciprocating shaft, or the 
space between a piston and cylinder wall—namely, retainers made of 
unitary circular rings of felt, leather, or composition; retainers made 
of unitary circular rings of felt, leather, or composition, and having 





1. Reg. No. 322,520, issued March 12, 1935, renewed and published in accordance 


with See. 12(¢c) of the Lanham Act on Nov. 2, 1948. 


2. Reg. No. 322,517, issued March 12, 1935, renewed and published in accordance 
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a spring fitted thereto; retainers made of unitary circular rings of 
felt, leather, or composition, and having a spring fitted thereto, and 
the whole held within a cage or shell of ductile steel, brass, or 
aluminum * * *, 


The sole question involved is confusing similarity. 

There is no dispute as to the parties’ respective dates of first use with 
regard to the goods specified in the registrations; opposer is clearly the 
prior user. The parties agree, as well, that their goods are sold to the 
same class of purchasers and that the goods are “non-consumer” goods in 
nature, viz—they are sold primarily to manufacturers as distinguished 
from members of the public-at-large. Opposer admits that the record 
supports the Assistant Commissioner’s finding that the purchasers of the 
goods are “discriminating” in that they “know what they want and know 
where to buy it.” 

The Assistant Commissioner placed some stress on the fact that the 
purchasers of the parties’ products were “discriminating.” Adding to this 
the fact that the record indicated that both parties used word marks in 
conjunction with the illustrations of sea lions or seals and that their prod- 
ucts are ordered by word mark or by company name (NATIONAL and CIRCLE 
SEAL), she concluded that there would be no likelihood of confusion from 
concurrent use of the marks in issue. 

Opposer has appealed from this decision, urging primarily that the 
Assistant Commissioner erred in: 

(1) “failing to appreciate that opposer’s Registration No. 322,520 

* * * showing opposer’s picture trademark alone, constitutes a statu- 


tory mandate to refuse registration of the alleged mark presented by 
the applicant”; and 


(2) in giving undue weight to the fact that the purchasers of the 
goods involved are discriminating. 


Opposer further urges that its proofs show that it has been continu- 
ously manufacturing and selling “O” rings from a time prior to applicant’s 
date of first use and cites applicant’s emphasis in its advertising upon a 
“circle seal principle” of operation inherent in its valves, occasioned by the 
use therein of “O” rings, as a factor to be considered in the determination 
of whether the marks are confusingly similar. 

Notwithstanding the foregoing arguments, we are of the opinion that 
the Commissioner’s decision must be affirmed. 

It is important at the outset to note that there is a definite distinction 
between the goods of the parties to this proceeding. Applicant’s applica- 
tion and proofs restrict the use of its mark to valves of various types. 
Admittedly, many of these valves have “O” rings incorporated therein and, 
presumably, the words CIRCLE SEAL refer to the circle seal operation occa- 
sioned by the use of the “O” rings. Opposer attempts to capitalize on 
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this fact in the light of the use of its mark in connection with “O” rings. 
Opposer’s record, however, casts much doubt on the weight to be ascribed 
to its sale of “O” rings in this case. The record clearly establishes that 
prior to 1944, when opposer acquired the Arrowhead Rubber Company 
as a subsidiary, it did not manufacture or sell “O” rings. Subsequent to 
1944, it did sell “O” rings (both through Arrowhead’s and its own sales- 
men), but not under the marks upon which it relies in this proceeding. Up 
until 1952, at the earliest, the “O” rings were sold under the ARROWHEAD 
name, and neither opposer’s corporate name nor its mark appeared either 
on the “O” ring packaging or the “O” rings themselves. Except for the 
fact the “O” rings were listed among its products in advertisements bearing 
opposer’s mark and in trade catalogs distributed by opposer which also 
contained reproductions of its mark, there was no association of the mark 
with “O” rings prior to applicant’s date of first use. 

But were we to agree that opposer had established prior use of its 
mark in connection with “O” rings, we do not feel that it would be in a 
better position. For a number of reasons, we do not feel that the consumers 
of the respective products of the parties would be likely to be confused as 
to the origin of the goods. The most compelling reason is that we are 
dealing here with marks that are inherently weak. Opposer deals in various 
types of fluid seals. The use of a trademark consisting of a pictorial repre- 
sentation of an animal whose common name is identical to the name of 
the product with which it is associated, renders such mark anything but 
arbitrary. The addition thereto of a ring balanced on the seal’s nose, 
said ring being obviously representative of a grease retainer or the like, 
does little to strengthen the mark. 

Appellee contends that opposer’s mark is weak because of certain 
third party registrations and third party usage of marks similar to 
opposer’s which have been applied to products having the same function 
as opposer’s. This court has found that the registration by others of marks 
having a similar feature on like products is evidence tending to show 
suggestiveness of that feature. Shoe Corporation of America v. The 
Juvenile Shoe Corporation of America, Patent Appeal No. 6334 decided 
of even date herewith, 46 CCPA ——, —— F.2d , 121 USPQ 510 (49 
TMR 650). We are of the opinion that evidence of present third party 
usage has an even greater tendency to weaken an opposer’s mark since such 
usage is relevant for the same reasons as third party registrations and also 
indicates a conditioning of the public mind to the common feature, thereby 
decreasing any likelihood of confusion. 

The degree of significance of the evidence of third party registrations 
is dependent inter alia upon the similarity of such third party marks and 
products to opposer’s marks and products. It is noted, however, that third 
party registrations are not evidence of the present usage of the particular 
marks. Usage must be independently established. 
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As evidence to support its contention that opposer’s mark is weak, 
appellee has introduced thirty-five registrations. Three of these marks 
display sea lions but are not applied to sealing material or devices, and 
consequently do not affect opposer’s mark at all. Twenty-six can be 
accorded but little weight because they do not display a representation of 
a sea lion or seal although they do employ the word “seal” and are 
applied to sealing materials. The remaining six marks evidence a decided 
weakness in opposer’s mark since they not only exhibit pictures of the 
animal but are employed in connection with sealing materials. These latter 
registrations afford evidence that the illustration of a sea lion is descrip- 
tive or suggestive of sealing materials, rather than an indication of source. 

Contrary to appellant’s contention, the fact that some of these third 
party registrations have not been republished under Section 12(c) of the 
Act of 1946 or have been canceled under Section 8 of the Act does not 
negate their import of establishing some weakness in opposer’s mark, 
because the mere registration of a number of marks containing such pic- 
tures indicates that they are not of an arbitrary nature. 

In the present instance, some doubt has been cast upon the date and 
extent of usage of similar marks by third parties as established in this 
record; naturally, this factor would lessen the effect of such usage on the 
strength of opposer’s mark. Nevertheless, we feel some weight should be 
accorded such usage. One advertisement in evidence includes a represen- 
tation of a sea lion or seal balancing a ring on its nose (apparently an “O” 
ring) and is entitled “Depend on Darcoid precision seals for guaranteed 
performance,” also, photostatic copies of several pages from the December 
1939 edition of “Thomas’ Register” have been introduced which show a 
number of advertisements by the Durametallic Corporation of Kalamazoo, 
Michigan, of DURA SEAL and Durametallic Packings together with the pic- 
torial representation of a sea lion or seal wearing a top hat and carrying 
a cane. These latter advertisements are all for sealing material, and one 
witness testified that this corporation is continuing to use the words DURA 
SEAL together with a picture of a seal. 

Under these circumstances, this court cannot give the same degree of 
protection as would be warranted if a purely arbitrary mark were involved. 
As was stated in Sure-Fit Products Company v. Saltzson Drapery Com- 
pany, 45 CCPA 856, 254 F.2d 158, 117 USPQ 295, 297 (48 TMR 1006, 
1008) : 


* * * Tt seems both logical and obvious to us that where a party chooses 
a trademark which is inherently weak, he will not enjoy the wide lati- 
tude of protection afforded the owners of strong trademarks. Where 
a party uses a weak mark, his competitors may come closer to his mark 
than would be the case with a strong mark without violating his rights. 
The essence of all we have said is that in the former case there is not 
the possibility of confusion that exists in the latter case. 
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Using the foregoing as a guide, there is no question in our minds but 
that the opposition should be dismissed. While both parties employ a repre- 
sentation of a sea lion, the illustrations do not look at all alike. Opposer’s 
sea lion is a relatively accurate reproduction of the animal, including 
whiskers, applicant’s seal is a caricature. Opposer’s seal balances a ring 
on its nose; applicant’s seal has a ring around its neck. Furthermore, appli- 
cant’s seal has accompanying it the words CIRCLE SEAL, which further serve 


to distinguish it from opposer’s mark.* 

In addition to this, we cannot ignore the fact that we are dealing not 
with the public-at-large but with discriminating purchasers, who would be, 
generally speaking, less likely to be confused by the concurrent use of the 
instant marks. 

The foregoing considerations, taken together with the distinctions 
between the products of the parties, lead us to conclude that there would 
be no likelihood of confusion from concurrent use of the marks in issue. 

For the foregoing reasons, the decision of the Commissioner is 
affirmed. 


WORLEY, Judge, concurring. 

I agree with the result reached by the majority, but do so without 
regard to third party registrations or evidence of their use. My reasons 
for excluding consideration of marks of those not actual parties to opposi- 
tion and cancellation proceedings are set forth in a coneurring opinion 
in Shoe Corporation of America v. The Juvenile Shoe Corporation of 
America, Patent Appeal No. 6334, 46 CCPA ——, —— F.2d -—, 121 
USPQ 510 (49 TMR 650), decided of even date herewith. There it was 
suggested that once the door was opened to consideration of third party 
marks for one purpose, it would become necessary to consider them for 
many purposes. In that case only registration was considered. Here, how- 
ever, the new doctrine is expanded to include use as well as registration. 
What the next step might be is a matter of conjecture. 

Consideration of this new element will place additional and unneces- 
sary burdens on the litigants, the Patent Office, and the courts. I am 
opposed to such a course primarily because it is a complete reversal of our 
prior decisions, and also because the real evidentiary worth of third party 
registrations is, at best, so questionable as to constitute a very real danger 
to the proper determination of the rights of those immediately involved. 

I trust that our experience in the Shoe Corporation case and here 
will convince us of the desirability of an early return to our established 
precedents. 








3. We have viewed opposer’s case in its best light and have considered only his 
registration No. 322,520 for the seal and ring without any accompanying words. 
Registration No. 322,517, including the words NATIONAL and WHEREVER SHAFTS MOVE, 
is certainly no closer to applicant’s mark than is the former registration, 
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| SHOE CORPORATION OF AMERICA v. THE JUVENILE 
SHOE CORPORATION OF AMERICA 


Appl. No. 6334 —C.C.P.A. — April 28, 1959 —121 USPQ 510 


3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Earlier decisions, so far as they indicate that third party registrations can 
never be given any weight in deciding an issue of confusing similarity are over- 
ruled. Frequent use of word or syllable in other trademarks as applied to mer- 
chandise warrants inference that it is not purely arbitrary, and would be understood 
to identify or describe merchandise rather than source. 

Third party registrations are relied upon only as establishing that each regis- 
trant applied to Patent Office claiming commercial use of marks shown, and that 
registration was granted. 

Consideration is restricted to goods recited in applicant’s application. Appli- 
cant cannot rely on evidence of its use of mark on goods differing from those 
recited in its application. 

Evidence of motive in selection of trademark may influence ultimate question 
of likelihood of confusion, but is not necessarily controlling if confusion or mistake 
is unlikely. 

Similarity in corporate names not considered pertinent on issue of confusion, 
where neither party uses corporate name in connection with sale of merchandise 
to consumer. 

2.9—REGISTRABILITY—CONFUSING SIMILARITY 

Considering marks as a whole, public would not be likely to be confused by 
concurrent use of LAZY PALS and LAZY BONES. 

2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 

LAZY as applied to shoes is not arbitrary, suggesting comfort, relaxation and 

| suitability for informal wear. Such words or syllables are considered weak and 
will not be given as great weight as arbitrary terms in determining likelihood of 
confusion. 
3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Motion denied to strike argument in appellee’s brief as to propriety of con- 
sideration by court of evidence. 
Decision refused upon motion to strike argument in appellant’s brief based on 
evidence court considered unnecessary to determination of case. 


| Opposition proceeding No. 32,765 by The Juvenile Shoe Corporation 
| of America v. Shoe Corporation of America, application Serial No. 575,934, 
filed March 23, 1949. Applicant appeals from decision of Commissioner 
of Patents sustaining opposition. Reversed. Worley, Judge, concurring 
with opinion. 
Case below reported at 46 TMR 1560. 
A. Yates Dowell and A. Yates Dowell, Jr., of Washington, D. C., for 
applicant-appellant. 
Kingsland, Rogers & Ezell (Edmund C. Rogers, of counsel), of St. Louis, 
Missouri, for opposer-appellee. 


Before O’CoNNELL, Acting Chief Judge, and Wor.Ey, RicH, and MARTIN, 
Associate Judges [original argument before Jonnson, Chief Judge, 
and O’CONNELL, WORLEY, and Ricu, Associate Judges]. 
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O’CoNNELL, Acting Chief Judge. 

This case was originally argued here on January 10, 1958, and an 
opinion was thereafter rendered by the court on April 23, 1958. A petition 
for rehearing was subsequently filed by appellee and the case was set 
for further argument on November 6, 1958. Pursuant to such argument 
and the additional briefs filed by the parties, the opinion of April 23, 1958, 
is hereby withdrawn and the following opinion is substituted therefor: 

The appeal was taken in an opposition proceeding from the decision of 
the Assistant Commissioner of Patents, 110 USPQ 430 (46 TMR 1560), 
affirming the decision of the Examiner of Interferences, which sustained 
the opposition and held that the applicant (appellant here) was not entitled 
to the registration sought. 

Appellant applied for registration on the principal register of its 
mark LAZY PALS for men’s, women’s and children’s shoes, asserting use since 
January 21, 1949. Registration was opposed by appellee, owner of a regis- 
tration for LAzy BONEs for shoes and slippers of leather or kid.’ The letters 
making up the mark LAZY BONES are each somewhat suggestive of bones. 
The record indicates that first use of appellee’s LAZY BONES was in October, 
1935, and appellant’s LAZY PALS sometime in 1949. Both marks have been 
used continuously since the date of first use. Thus, appellee is clearly the 
prior user. 

Appellant’s application as hereinbefore described states that LAZY PALS 
is used in conjunction with “shoes for men, women and children” while 
appellee’s registration certificate recites “shoes and slippers of leather or 
kid.” Appellee’s witness, however, testified that the mark LAZY BONEs is not 
applied to men’s shoes. Appellant’s witnesses testified that LAzy PALS is 
used only on men’s house slippers. Appellant relies on this distinction in 
goods in its argument that there is no possibility of confusion between the 
marks in issue. We cannot agree with appellant’s view of this aspect of 
the case, in view of section 7(b) of the Lanham Act, which provides: 

A certificate of registration of a mark upon the principal register 
provided by this Act shall be prima facie evidence of the validity of 
the registration, registrant’s ownership of the mark, and of registrant’s 
exclusive right to use the mark in commerce in connection with the 


goods or services specified in the certificate, subject to any conditions 
and limitations stated therein. (Emphasis added.) 


It is obvious from the above provision that appellant cannot rely on 
certain goods recited in its application for registration, and then assert 
in an opposition proceeding, on the basis of testimony adduced during such 
proceeding, that the goods with which its mark is used differ from those 
recited in its application. Therefore, we shall restrict ourselves to a con- 
sideration of the goods recited in appellant’s application, and for the pur- 
poses of this proceeding, consider the goods of the respective parties to be 





1. Reg. No. 333,127, issued March 10, 1936, renewed and republished under § 12(c) 
of the Lanham Act, on July 5, 1949, 
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practically identical. The case thus reduces itself to the question of con- 
fusing similarity between appellee’s LAzY BONES and appellant’s LAZY PALS. 

The Assistant Commissioner in reaching the conclusion that concurrent 
use of the two marks in issue would result in likelihood of confusion placed 
stress on a consent decree which had been entered into by the parties to 
this proceeding at a time prior to appellant’s adoption and use of the mark 
LAZY PALS, and stated, 110 USPQ at 480 (46 TMR at 1561): 


The parties of this proceeding are not strangers to one another. 
In December of 1947 applicant changed its name from The Schiff 
Company to Shoe Corporation of America. The Juvenile Shoe Cor- 
poration of America, opposer here, filed a civil action against applicant 
in the District Court for the Eastern District of Missouri, and on 
October 22, 1948 a consent decree was entered enjoining applicant 
from using the name SHOE CORPORATION OF AMERICA in connection with 
the manufacture, advertisement, purchase, sale or shipment of shoes 
(except to its own subsidiaries and wholly-owned retail stores and 
departments), and permitting the use of the name for signing leases, 
borrowing money and other corporate purposes, but only in conjune- 
tion with the words AN OHIO CORPORATION. Three months after entry 
of the decree, applicant commenced using the mark LAZY PALS; and five 
months after entry of the decree, the application to register LAZY PALS 
was filed in the name of SHOE CORPORATION OF AMERICA. 

Applicant’s record shows that it continues to use the name SHOE 
CORPORATION OF AMERICA in buying shoes. 


The Assistant Commissioner concluded, 110 USPQ at 431 (46 TMR 
at 1562), in the light of the above, and in view of appellee’s extensive 
advertising and sales of its shoes under the mark LAzY BONES, that “this 
course of conduct on the part of applicant indicates an intent to trade in 
some manner on opposer’s good will.” That conclusion, taken in conjune- 
tion with the similarities which she felt exist between the two marks, led 
her to decide that “their contemporaneous use is reasonably likely to cause 
confusion or mistake or deception of purchasers,” and accordingly to sus- 
tain the opposition. 

We are of the opinion that the Assistant Commissioner erred in giving 
undue weight to the consent decree and in sustaining the instant opposi- 
tion. 

Evidence bearing upon the motive of a party in selecting a given 
trademark may influence the ultimate question of likelihood of confusion. 
Lever Brothers Co. v. Riodela Chemical Co., 17 CCPA 1272, 41 F.2d 408, 
5 USPQ 152, 154-155 (20 TMR 311). There it was stated that: 


* * * if, in the adoption and use of the mark, there be a purpose of 
confusing the mind of the public as to the origin of the goods to which 
it is applied, we have a right, in determining the question of likelihood 
of confusion or mistake, to consider the motive in adopting the mark 
as indicating an opinion, upon the part of one vitally interested, that 
confusion or mistake would likely result from use of the mark. * * * 
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Notwithstanding the foregoing citation, intent is not necessarily con- 
trolling in an opposition proceeding, as this court further held in the same 
decision, 5 USPQ at 154 (20 TMR at 316) : 


Of course, if confusion or mistake is not likely to result from 
the use of the two marks, the motive of the later applicant in adopting 
its mark can not affect its right to registration ; * * * 


The similarity between LAZY PALS and LAZY BONEs resides in the com- 
mon word LAzy. That word, as applied to shoes, is not arbitrary. It con- 
tains a definite suggestion of comfort, relaxation and suitability for 
informal wear. Words or syllables of that character are considered to be 
weak in a trademark sense and will not be given as great weight in deter- 
mining the likelihood of confusion between marks as will words or syllables 
which are of an arbitrary nature. Benjamin D. Smith v. Tobacco By- 
Products & Chemical Corp., 44 CCPA 880, 243 F.2d 188, 113 USPQ 339 
(47 TMR 863), and cases there cited. 

We are of the opinion that prospective purchasers would be more apt 
to regard the word LAzy in each of the marks here involved as indicative 
of the character of the shoes, rather than of their origin; and that the 
distinctive words PALS and BONEs would be relied on as identifying the 
source from which they emanated. 

Appellant has called attention to the following five trademarks involv- 
ing the initial word LAzy, which have been registered for footwear: LAZY 
LACER, Reg. No. 362,784; Lazy LAD, Reg. No. 374,144; Lazy JoE, Reg. No. 
417,125; Lazy boas, Reg. No. 420,814; and Lazy H, Reg. No. 574,031. 

Appellee urges that third party registrations may not properly be 
considered in these proceedings and cites the following authorities in sup- 
port of that proposition: Sharpe & Dohme v. Parke, Davis & Co., 17 CCPA 
842, 37 F.2d 960, 4 USPQ 181 (20 TMR 79) ; American Fruit Growers, Inc. 
v. Michigan Fruit Growers, Inc., 17 CCPA 906, 38 F.2d 696, 4 USPQ 220 
(20 TMR 135) ; California Packing Corporation v. Tillman & Bendel, Inc., 
17 CCPA 1048, 40 F.2d 108, 5 USPQ 59 (20 TMR 338) ; Standard Oil Co. v. 
Clarence W. Epley, 17 CCPA 1224, 40 F.2d 997, 5 USPQ 142 (20 TMR 
324); MacEachen v. Tar Products Corp., 17 CCPA 1264, 41 F.2d 295, 
5 USPQ 505 (20 TMR 464) ; Federal Mills & Elevator Co., Inc. v. Pillsbury 
Flour Mills Co., 18 CCPA 1353, 49 F.2d 1042, 9 USPQ 349 (21 TMR 341) ; 
Weyenberg Shoe Manufacturing Co. v. Hood Rubber Co., 18 CCPA 1449, 
49 F.2d 1046, 9 USPQ 449 (21 TMR 323); National Biscuit Co. v. Joseph 
W. Sheridan, 18 CCPA 720, 44 F.2d 987, 7 USPQ 117 (21 TMR 27); 
Decker & Cohn, Inc. v. Liebovitz Sons, Inc., 18 CCPA 781, 46 F.2d 179, 
7 USPQ 141 (21 TMR 33) ; The Celotex Co. v. Arthur Edward Millington, 
18 CCPA 1484, 49 F.2d 1053, 9 USPQ 353 (21 TMR 402); Trustees for 
Arch Preserver Shoe Patents v. James McCreery & Co., 18 CCPA 1507, 
49 F.2d 1068, 9 USPQ 554 (21 TMR 374). 
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The foregoing decisions, so far as they may hold that third party 
registrations can never be considered in deciding whether an opposer’s 
mark is confusingly similar to that of an applicant, are not sound. In 
determining whether a word or syllable has a descriptive or suggestive 
significance as applied to merchandise it is proper to take notice of the 
extent to which it has been used in trademarks by others on such mer- 
chandise. If it has been frequently so used, the inference is warranted 
that it is not purely arbitrary; that it would be likely to be understood 
by purchasers as identifying or describing the merchandise itself, rather 
than the source thereof, and hence as having little or no trademark 
significance. 

While the cases relied on by appellee have not been heretofore ex- 
pressly overruled, this court, in recent years, has considered third party 
registrations as bearing on the weight to be given to portions of trademarks. 
Burroughs Wellcome & Co., Inc. v. Mezger Phar. Co., Inc., 48 CCPA 703, 
228 F.2d 243, 108 USPQ 130 (46 TMR 339); Lauritzen & Co., Inc. Vv. 
Borden Co., 44 CCPA 720, 239 F.2d 405, 112 USPQ 60 (47 TMR 518). See 
also Holiday Casuals v. M. Beckerman & Sons, Inc., 48 CCPA 731, 228 F.2d 
224, 108 USPQ 140 (46 TMR 341). It is to be noted also that in trademark 
infringement cases, third party registrations are commonly considered in 
passing on the question of confusing similarity. Cases to this effect are 
cited and discussed in articles by Jenney, 29 Journal of the Patent Office 
Society 669 (1947), and Derenberg, 38 Trademark Reporter 831, 854, 855 
(1948). 

We conclude that our earlier decisions, so far as they indicate that 
third party registrations can never be given any weight in deciding an 
issue of confusing similarity, are too broad and they are hereby overruled. 

For the purposes of the instant case, we rely on the third party regis- 
trations only as establishing what appears on their faces, namely, that 
each registrant made application to the Patent Office claiming that he had 
adopted and used the mark shown in commerce and that the registration 
was granted. We need not determine whether the registrations afford 
evidence as to the extent to which the marks were or are used in commerce. 
We regard the registrations only as evidence that five other concerns have 
considered five other marks, each of which contains LAzy as its initial word, 
to be appropriate as trademarks for shoes. 

The registration of five such marks can scarcely be attributed to mere 
coincidence, but affords definite evidence that the word Lazy has a sugges- 
tive significance as applied to shoes and hence would be taken primarily as 
describing or suggesting some quality of the shoes rather than as pointing 
to their origin. 

Considering the marks as a whole, we do not feel that the public would 
be likely to be confused by the concurrent use thereof. Aside from the 
connotation and similarity caused by the word Lazy, the marks do not 
otherwise look alike or sound alike. Almost any two-word mark bearing 
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the prefix Lazy would suggest comfort and relaxation (viz: LAZY DOGS, 
LAZY LAD, LAZY JOE, etc.). 

It is necessary, however, to consider a further contention of appellee. 
Appellee argues that appellant is under an “especial duty to avoid confu- 
sion” due to the fact that “there is an inherent similarity in Appellant’s 
name, SHOE CORPORATION OF AMERICA, and the Appellee’s name, THE JUVE- 
NILE SHOE CORPORATION OF AMERICA. The record cl@gply establishes, how- 
ever, that neither one of the respective parties ever uses its corporate name 
in connection with the sale to the consumer of the merchandise here in 
issue. 

During the pendency of the appeal to this court, and after appellee 
had filed its brief, appellant moved to strike certain portions thereof on 
the ground that they contained improper “allegations and vituperative 
statements challenging the correctness of the record and reflecting both 
upon counsel |for appellant] and this Court.” Appellant’s motion to strike 
was denied on June 28, 1957, with the privilege of renewing the motion 
at the time of oral argument. This, appellant did. At oral argument 
counsel for appellee agreed to have the court strike certain sentences from 
appellee’s brief. We have accordingly stricken this matter therefrom. The 
balance of appellee’s arguments as to the propriety of considering the 
evidence in question should not be stricken, as they represent, in our 
opinion, legitimate argument on behalf of appellee as to what this court 
should consider in its view of the case. 

Appellee has moved to strike the portions of appellant’s brief and 
the record relating to certain mentioned letters. Inasmuch as we deem 
it unnecessary to consider this evidence in our determination of the case, 
we do not pass upon that motion. In view of our conclusion, other matters 
presented by the parties do not seem to us to require discussion herein. 

For the foregoing reasons, the decision of the Assistant Commissioner 
is reversed. 


WorLEY, Judge, concurring. 

While I readily agree with the result reached by the majority, I 
strongly disagree as to the propriety, necessity and wisdom of considering 
the third party registrations cited by appellee. 

During the thirty years Congress has charged this court with the 
responsibility of construing and applying the trademark statutes it enacts, 
we have, with two possible exceptions, consistently held that, in cancella- 
tion and opposition proceedings, marks belonging to those not parties to 
the proceedings are not to be considered. 

One of the early decisions, Trustees for Arch Preserver Shoe Patents v. 
James McCreery & Co., 18 CCPA 1507, 49 F.2d 1068, 9 USPQ 554, 556 
(21 TMR 374), involved an opposition proceeding. This court, after 
refusing to consider some one hundred third party registrations said: 
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We are not unmindful of the fact that, in proceedings in courts 
of equity relating to unfair competition and trademark infringement 
eases, the courts take cognizance of the situations created by numerous 
uses of resembling marks on similar characters of merchandise and, 
in adjusting the equities, give consideration to such situations. But 
registration is controlled solely by the statute. Section 5 of the trade- 
mark registration act of February 20, 1905, provides that marks: 
(Italics quoted. ) 

* * * which so nearly resemble a registered or known trade- 
mark owned and in use by another and appropriated to merchan- 
dise of the same descriptive properties as to be likely to cause 
confusion or mistake in the mind of the public or to deceive 
purchasers shall not be registered. 


* * * One purpose of the trademark registration law being to aid 
legitimate interstate and foreign commerce, it seems to us that, both 
in letter and spirit, it requires a construction which will, to the fullest 
extent possible, prevent confusion, not add thereto. If by inadvertence, 
or acting under a mistaken construction of the statute, improper regis- 
trations have heretofore been granted, such errors are not remedied 
by supplementing them with still another error, and a mistake of 
yesterday should not constitute a precedent for the law of to-day and 
to-morrow. (Italics supplied. ) 


Congress has been aware of that construction and of this court’s adher- 
ence to it for many years. Yet, although the trademark statutes have been 
frequently amended, and in 1946 completely revised by the Lanham Act, 
Congress has shown no dissatisfaction with that interpretation. Thus it 
would appear reasonable to assume that our view has been consistent with 
Congressional intent, and that the doctrine of legislative ratification of 
judicial decisions, so deeply rooted in our law and previously followed by 
us, is applicable here. 

As a general rule the certainty and stability of the law can best be 
served by adherence to established precedents unless it be clearly shown 
that they are wrong, or unless Congress, in its wisdom, sees fit to change 
the law upon which such precedents rest. Congress has not changed the 
law, and I would remind my colleagues that this court has always subscribed 
to the principle that it is incumbent upon one who challenges the correct- 
ness of prior decisions to show by clear and convincing evidence where those 
decisions are wrong. I respectfully suggest there is no such showing here. 
On the contrary, I think our prior decisions are consistent with Congres- 
sional intent; they are sound; they are fair to the litigants and public 
alike ; and, of paramount importance, they have become settled law. Under 
such circumstances, I find myself in fundamental disagreement with respect 
to the propriety of the majority action in the wholesale reversal of those 
precedents. 

In my view, the necessity for the length the majority goes is not 
supported by the facts of record. Under our adversary system of judicial 
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procedure it is reasonable to expect the party urging consideration of third 
party marks to make a real issue of their criticality to the ultimate issue 
for decision. The Patent Office, in conformity with our established prece- 
dents, excluded consideration of the third party marks cited by appellee. 
However, in the thirty-two reasons of appeal to this court the only refer- 
ence to that fact is buried deep in a subparagraph of a subparagraph of 
one reason of appeal, being (iv) of (d) of Reason 3 (R. 232). It would 
appear that alleged errors seriously relied on would be more strongly 
urged. The rather casual and perfunctory manner of treating that matter 
at least suggests the lack of importance with which it is regarded. Certainly 
counsel advances no grounds to support reversal of our precedents. There 
is no doubt in my mind but what the majority could quite easily have 
excluded those marks and still arrive at the same result. 

Aside from the above considerations, I have serious doubts as to any 
real evidentiary value the marks belonging to others might have in deter- 
mining the rights of those immediately involved in cancellation and opposi- 
tion proceedings. Consideration of such marks will necessarily involve 
elements of such a speculative, specious and nebulous nature as to consti- 
tute a very real danger that the parties might well receive a lesser, rather 
than a greater, degree of justice in the task of determining their rights. 

Here the majority restricts consideration of third party marks to 
mere registration. However, once the door is open to that extent, will we 
not also be asked, and with equal logic, to consider and pass on such 
related issues as actual use and abandonment; unregistered, as well as 
registered, marks, their use and abandonment; and determine, as well, the 
respective burdens of proof which will necessarily be involved in such pro- 
ceedings? Will not the majority view also require consideration of the 
marks feared in the Trustee decision which, through inadvertence or other 
mistake, are improperly registered? Those and other uncertainties will 
naturally flow from the majority’s action. 

The majority appears to be influenced, unduly, I think, by the fact 
that other courts consider third party registrations. That is nothing new. 
It was recognized in the Trustee decision but did not influence the reason- 
ing or result reached there any more than it should here. If there is any 
serious judicial conflict I think it would be far wiser to allow Congress to 
reconcile that matter than for us, especially at this late date, to arbitrarily 
repudiate our own decisions. 

I freely confess my own guilt in allowing consideration of third party 
marks in our original decision, and my chief reason for favoring a reargu- 
ment was to correct that inadvertence. I think it would be most unfortu- 
nate for us to fail to avail ourselves of this opportunity to correct that 
error rather than compound it by reversing established precedent. While 
I fully appreciate the laudable objectives of the majority, I am totally 
unable to join in reversing our precedents on the mere theory they “are 
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not sound” or “too broad.” Quite the contrary, I am convinced we are 
improperly, unnecessarily, and unwisely shattering sound and established 
precedents, and substituting nothing but new uncertainties which will 
impose additional burdens and require many years of decisions by the 
Patent Office and this court before the same degree of justice, certainty 
and stability now enjoyed can be achieved. 











\y — FS. (lr 





Part Ill 


PENTACON CORPORATION v. PEERLESS CAMERA STORES CORP. 
(Com'r 12/2/58) 119 USPQ 439 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
HEXACON (Applicant ) Cameras 
PENTACON (Opposer ) Cameras 


The marks are confusingly similar. The applicant had previously 
been a distributor of opposer’s products. 





BOOTH FISHERIES CORPORATION v. O’'DONNELL’S 
SEA GRILL, INC. 


(Tm. Bd. 11/28/58) 119 USPQ 442 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
2.27—REGISTRABILITY—SERVICE MARKS 

Marks Products 
TANG O’ THE SEA FOOD (Applicant) Restaurant and catering services 
SEATANG (Opposer) Frozen seafood 


Opposition dismissed. Both marks are highly suggestive—contem- 
poraneous use for nearly thirty years. 





ESSO STANDARD OIL COMPANY vy. E. F. DREW & CO., INC. 


(Tm. Bd. 11/28/58) 119 USPQ 443 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
ACTO-VATE (Applicant) Water softener 
ACTO (Opposer ) Petroleum sulfonate and chem- 


ical compounds 


Opposition dismissed. The products differ with respect to physical 
properties, manner of sale, classes of purchasers and uses. 





STERLING DRUG INC. v. THE MERRITT CORP. 


(Tm. Bd. 11/28/58) 119 USPQ 444 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
SUPERIN (Applicant) Aspirin suppository products 
SUPRARENIN (Opposer ) Vasoconstrictor and hemostatic 
compound 


Opposition sustained. The products are ethical goods and greater care 
should be taken in the use and registration of trademarks of these goods 
to prevent harmful confusion. 
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RIVAL MANUFACTURING COMPANY v. KLASSEN ENTERPRISES, INC. 
(Tm. Bd. 11/28/58) 119 USPQ 446 


2.9—REGISTRABILIT Y—CONFUSING SIMILARITY 


Marks Products 
CANOLECTRIC (Registrant ) Electrically operated can 
openers 
CAN-O-MAT (Cancellation Petitioner) Electrically operated can 


openers 


CAN-O-MATIC 
Petition dismissed. There was no testimony offered by petitioner. 





BOSCA v. LUIGI BOSCA & FIGLI 


(Tm. Bd. 11/28/58) 119 USPQ 446 (Case 2) 
5.5—CANCELLATION PROCEDURE—PLEADING AND PRACTICE 


Marks Products 
BOSCA (Registrant) Wines 
Wines 


GIOVANNI Bosca (Cancellation Petitioner ) 
Petition dismissed. There is failure to state claim upon which relief 


can be granted. 





BREWSTER FOOD SERVICE v. MILWAUKEE NUT COMPANY 
(Tm. Bd. 11/28/58) 119 USPQ 447 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


Marks Products 
SCHNAPS (Applicant ) Shelled, salted peanuts 
BEER NUTS (Opposer ) Shelled, salted peanuts 


Opposition sustained. The marks convey same general commercial 


impression and applicant uses slogan sO GOOD WITH BEER. 
BEER NUTS not descriptive despite certain localisms. 





D. B. FULLER & CO., INC. v. THE ILLINOIS YARN COMPANY 
(Tm. Bd. 11/28/58) 119 USPQ 448 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
COLORAMA (Applicant) Yarn 
RAMA (Opposer ) Cotton piece goods 


Opposition dismissed. There was no testimony offered by opposer. 
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EASTERN METALS RESEARCH CO., INC. v. HUNTER SPRING COMPANY 
(AMERICAN MACHINE AND METALS, INC., assignee, substituted) 


(Tm. Bd. 11/28/58) 119 USPQ 448 (Case 2) 
3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Summary judgment denied. There are genuine issues of material fact. 


COMMERCIAL SOLVENTS CORPORATION v. HAWAIIAN 
PINEAPPLE COMPANY, LIMITED 


(Tm. Bd. 11/28/58) 119 USPQ 449 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
DOLAIN (Applicant ) Bromelin for industrial and 
medicinal use 
DILAN (Opposer ) Chemical toxicants used in 


formulating agricultural in- 
secticides 
Opposition dismissed. No testimony or brief were submitted. 





SCUDDER FOOD PRODUCTS, INC. et al. v. SOUTHERN 
FRUIT DISTRIBUTORS, INC. 


(Tm. Bd. 11/28/58) 119 USPQ 450 
2.25—REGISTRABILITY—RIGHT TO REGISTER 


Marks Products 
BLUEBIRD (Applicant) Tomato juice (canned) 
BLUEBIRD (Opposer ) Potato chips, French dressing, 


mayonnaise, ete. 


Opposition dismissed. The applicant owned other registrations of the 
identical mark for food products which antedated opposer’s registration. 
Applicant has superior rights to the BLUEBIRD trademark for food products. 


IN RE NECCHI SEWING MACHINE SALES CORP. 
(Com'r 12/5/58) 119 USPQ 471 


2.27—REGISTRABILITY—SERVICE MARKS 


Registration refused where record does not show that the mark of the 
application identifies a service performed by or on behalf of the applicant. 
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COLONIAL REFINING AND CHEMICAL COMPANY v. RADIATOR 
SPECIALTY COMPANY 


(Com'r 12/11/58) 119 USPQ 472 


9—REGISTRABILITY—CONFUSING SIMILARITY 
73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


» 
°° 
o. 


Marks Products 
RUST-RAIDER (Applicant ) Cleaning compounds for boiler 
and heating system 
RUST RAIDER (Opposer ) Protective paints for metals 


Opposition dismissed. Different trade channels used. No confusing 
similarity. 

Burden of proof is on the opposer and while uncorroborated and 
undocumented statements of opposer may be sufficient to shift the burden 
of going forward to the applicant, it is not necessarily sufficient to discharge 
the burden of proof. In view of applicant’s testimony and lack of rebuttal 
by the opposer, the opposer’s burden of proof was not discharged. 





CRADDOCK-TERRY SHOE CORPORATION v. C. W. HORRELL LIMITED 


(Tm. Bd. 12/12/58) 119 USPQ 474 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
Representation of a LION’s HEAD (Registrant) Shoes 
LION BRAND with a Lion’s Head (Cancellation Petitioner) Shoes 


Marks held confusingly similar. Petition for cancellation granted. 





ESSO STANDARD OIL COMPANY v. ALLIS-CHALMERS 
MANUFACTURING COMPANY 


(Tm. Bd. 12/15/58) 119 USPQ 475 
3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Rule 2.131 prevents Tm. Bd. from considering any ex parte ground 
for refusal prior to determination of the inter partes issues. 

Rule 2.130 may only be invoked by the Examiner of Trademarks. 

Cross motions to dismiss and for summary judgment denied where 
questions of fact are involved. 








1E 


id. 


re 
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KENTILE, INC. v. ROYAL TILE MANUFACTURING COMPANY 
(Tm. Bd. 12/15/58) 119 USPQ 476 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Marks Products 
ROYAL CONTOUR TILE and design (Applicant ) Wall and floor tile 
ROYAL KEN FLOR (Opposer ) Wall and floor tile 
KEN ROYAL Wall and floor tile 


ROYAL CONTOUR TILE and ROYAL KEN FLOR are confusingly similar. 
ROYAL KEN TILE and KEN ROYAL are not confusingly similar. 

Advertising material incompetent to prove date of first use but suffi- 
cient to show that goods were offered for sale over a period of time. Al- 
though opposition dismissed for failure of opposer to prove superior rights, 
applicant cannot obtain a registration until opposer’s registration is 
canceled. 


STA-NU CORPORATION et al. v. ADCO, INC. 
(Com'r 12/19/58) 120 USPQ 17 


3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Default judgment in favor of opposer where no answer filed to notice 
of opposition. 





DE LA SALLE INSTITUTE et al. v. HOUSE OF OLD MOLINEAUX, INC. 
(Tm. Bd. 12/18/58) 120 USPQ 18 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Marks Products 
THREE MONKS (Applicant) Brandy 
THE CHRISTIAN BROTHERS (Opposer) Brandy 


Opposition dismissed. The marks are not confusingly similar. Opposer 
cannot contest applicant’s right to registration on the basis of the name of 
a religious organization not a party to the proceeding. 
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PIKLE-RITE COMPANY, INC. v. ORANGE FOOD PRODUCTS, INC. 
(Tm. Bd. 12/18/58) 120 USPQ 19 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
5.5—CANCELLATION PROCEDURE—PLEADING AND PRACTICE 





Marks Products 
MRS. WOOD’S ORIGINAL MUSTARD SLAW 
(Registrant ) Mustard flavored slaw 
MRS. WOODS (Cancellation Petitioner) Pickle products 


Petition granted. The marks are confusingly similar. Registrant’s 


date of first use is calculated on its filing date since registrant took no 


testimony and offered no evidence. 





DeCECCO v. WRIGHT 
(Tm. Bd. 12/18/58) 120 USPQ 20 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Oba 


Summary judgment denied. There is a question of fact presented. 





DELTA AIR LINES, INC. v. NATIONAL AIRLINES, INCORPORATED 
(Tm. Bd. 12/18/58) 120 USPQ 20 (Case 2) 


2.25—REGISTRABILITY—RIGHT TO REGISTER 


Petition for cancellation dismissed. Registrant’s use of mark MILLION- 
AIRE’S VACATION ON A PIGGY BANK BUDGET antedates cancellation petitioner’s 
use of slogan embodying phrase MILLIONAIRE’S VACATION. 





UNITED STATES SAFETY SERVICE CO. v. GRAHAM 
(Tm. Bd. 12/18/58) 120 USPQ 22 


2. 9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
SAFELITE (Applicant) Optical lenses 
Goggles, face shields, and other 


(Opposer ) 
safety equipment 


SAF-I-DUO 
(and other marks 


with prefix SAF-I) 


Opposition dismissed. There is no likelihood of confusion. 











se 
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SAMICA CORPORATION v. SYNTHETIC MICA CORPORATION 
(Com'r 12/29/58) 120 USPQ 59 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
SYNTHAMICA (Applicant) Electrical insulating material 
SAMICA (Opposer ) Electrical insulating material 


Opposition dismissed. There is no likelihood of confusion. 


BAUSCH & LOMB OPTICAL CO. v. ITHACA GUN COMPANY, INC. 
(Com'r 12/29/58) 120 USPQ 59 (Case 2) 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
RAYBAR (Applicant) Gun sights 
RAY-BAN (Opposer ) Goggles, sunglasses and shooting 
glasses 


Opposition dismissed. There is no confusing similarity. Commercial 
impressions and the connotation by the trademark of the property of the 
goods held to be different. Advertisements showed each party attempted 
to develop the suggestiveness. 


NEW YORK HERALD TRIBUNE, INC. v. MODERN 
CONSUMER PUBLICATIONS, INC. 


(Com'r 12/29/58) 120 USPQ 60 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
TODAY’S LIVING (Applicant) Publication 
TODAY’S LIVING (Opposer ) Title of column in newspaper 


Opposition sustained. The marks are confusingly similar. 
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THE KENDALL COMPANY v. RANDOLPH MANUFACTURING CO., INC. 
(Com'r 12/30/58) 120 USPQ 61 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
PRO (Applicant) Athletic shoes 


PRO (Opposer ) Athletic supporters 


Opposition sustained. There is likelihood of confusion. 


UNITED MERCHANTS AND MANUFACTURERS, INC. v. 
LANELLA CORPORATION 


(Com'r 12/30/58) 120 USPQ 62 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
COTOHNA (Applicant) Cotton piece goods 
COHAMA (Opposer ) Cotton, silk, rayon, nylon piece 
goods 


Opposition dismissed. There is no likelihood of confusion. 


G. H. PACKWOOD MANUFACTURING COMPANY v. PENNSALT 
CHEMICALS CORPORATION 


(Com'r 12/30/58) 120 USPQ 62 (Case 2) 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
POWER-PAK (Applicant) Detergent composition used in 
dry-cleaning systems 
PAX (Opposer ) Detergent, soaps, skin cleansers 
PAX-ALL 7 
PAX DICTATOR 
OFFICE PAX 
VELVAPAX 
PAX-LANO-SAV 
BORA-PAX 
LAUND-R-PAX 


Opposition dismissed. There is no likelihood of confusion. Evidence 
showed that opposer’s product is installed by opposer’s trained technicians 
in commercial dry cleaning systems purchased from applicant. 
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FOODS FOR HEALTH, INC. v. THE UPJOHN COMPANY 
(Com'r 1/21/59) 120 USPQ 201 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 

Marks Products 
GELTABS (Applicant) Vitamin preparation 
KELTABS (Opposer ) Dietary supplement 


Opposition dismissed. There is no likelihood of confusion. The respec- 
tive marks were used for fourteen years concurrently without any evidence 
offered as to any actual confusion. 


Le VITA METAL ALLOY COMPANY v. FRANKEL CO., INC. 
(Com'r 1/21/59) 120 USPQ 202 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
3.6—REGISTRATION PROCEDURE—INTERFERENCE 


Marks Products 


VITAMET (Applicant) Scrap metals and alloys used in 
smelting processes 


(Applicant) High speed steel 


Interference dissolved. The products move in different trade channels 


and to different purchasers. There is no likelihood of confusion. Registra- 
tions should issue to each party. 





